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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name TiVo Brands LLC

Entity limited liability company Citizenship Delaware

Address 2156 Gold Street
San Jose, CA 95002
UNITED STATES

Attorney informa-
tion

Thomas M. Hadid
Cooley LLP
1299 Pennsylvania Ave., NW Suite 700
Washington, DC 20004
UNITED STATES
trademarks@cooley.com, thadid@cooley.com, jpo@cooley.com,
peckah@cooley.com, dkoons@cooley.com Phone:3108836400

Applicant Information

Application No 86928527 Publication date 05/03/2016

Opposition Filing
Date

05/10/2016 Opposition Peri-
od Ends

06/02/2016

Applicant Tivoli, LLC
15602 Mosher Avenue
Tustin, CA 92780
UNITED STATES

Goods/Services Affected by Opposition

Class 011. First Use: 2015/09/21 First Use In Commerce: 2015/09/21
All goods and services in the class are opposed, namely: Lighting fixtures; Electric lighting fixtures;
LED (light emitting diode) lighting fixtures; LED (light emitting diodes) lighting fixtures for use in dis-
play, commercial, industrial, residential, andarchitectural accent lighting applications; LED light as-
semblies for street lights, signs, commercial lighting, automobiles, buildings, and other architectur-
aluses; LED light strips for decorative purposes; LED lighting fixtures for indoor and outdoor lighting
applications

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2642755 Application Date 01/15/2002

Registration Date 10/29/2002 Foreign Priority NONE

http://estta.uspto.gov


Date

Word Mark TIVO

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1998/08/00 First Use In Commerce: 1998/08/00

Shirts, sweatshirts, t-shirts, jerseys,[ jackets, vests, ] baseball caps, [ and visors
]

Class 028. First use: First Use: 1998/08/00 First Use In Commerce: 1998/08/00

Plush toys, [ bean bag dolls, bath toys, beach balls, board games, flying discs,
hand puppets, head covers for golf clubs, inflatable toys, sport balls ] and col-
lectable toy figures

Class 035. First use: First Use: 2001/04/13 First Use In Commerce: 2001/04/13

Retail store services and telephone, [ catalog, mail ] and online ordering ser-
vices featuring digital video recorders and related accessories, installation an-
dviewer guides, shirts, sweatshirts, t-shirts, jerseys, [ jackets, vests, ] baseball
caps, [ visors, ] plush toys, [ bean bag dolls, bath toys, ] [ beach balls,] [ board
games, flying discs, hand puppets, head covers for golf clubs, inflatable toys,
sport balls, ] collectable toy figures, [ lunch boxes, ] mugs, antenna covers and
blankets

U.S. Registration
No.

2423757 Application Date 05/29/1998

Registration Date 01/23/2001 Foreign Priority
Date

NONE

Word Mark TIVO

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1999/01/00 First Use In Commerce: 1999/01/00



Computer hardware, computer software for use in connection with personalized,
interactive, television programming; computer peripherals,[ televisions]; televi-
sion peripheral remote controls, and controls, namely, video game interactive re-
mote control units and computer game software for use therewith and accompa-
nying manuals sold as a unit

Class 035. First use: First Use: 1999/03/00 First Use In Commerce: 1999/03/00

Promoting the sale of goods and services of others through the distribution of
on-line promotional material and promotional contests

Class 038. First use: First Use: 1999/03/00 First Use In Commerce: 1999/03/00

Subscription television broadcasting services; transmission of cable television-
and interactive audio and video services; and cable television transmission of
personalized and interactive television programming

Class 041. First use: First Use: 1999/01/00 First Use In Commerce: 1999/01/00

Entertainment services, namely, personalized and interactive entertainment ser-
vices in the nature of providing personalized television programming, and inter-
active television programming and games, and entertainment information,
namely, anonline guide to personalized and interactive television programming

U.S. Registration
No.

3902808 Application Date 12/08/2009

Registration Date 01/11/2011 Foreign Priority
Date

NONE

Word Mark TIVO

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1999/03/00 First Use In Commerce: 1999/03/00

Advertising services

U.S. Registration
No.

3821425 Application Date 12/08/2009

Registration Date 07/20/2010 Foreign Priority
Date

NONE

Word Mark TIVO



Design Mark

Description of
Mark

NONE

Goods/Services Class 038. First use: First Use: 1999/03/00 First Use In Commerce: 1999/03/00

Television broadcasting services; Transmission of network and satellite televi-
sion programming; Digital and electronic transmission of voice, data, sound, mu-
sic, graphics, images, audio, video, information, and messages

U.S. Registration
No.

3983234 Application Date 12/08/2009

Registration Date 06/28/2011 Foreign Priority
Date

NONE

Word Mark TIVO

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1999/03/00 First Use In Commerce: 1999/03/00

Provision of customized entertainment, education and entertainment information
in the nature of radio and television programming and distribution of radio pro-
grams, television programs and movies forothers; entertainment services,
namely,providing a web site featuring non-downloadable musical performances,
musical videos, television programs, and movies; entertainment and education
services, namely, provision of an interactive guide for searching, selecting, and
managing radio, television, movies, videos, music,games, images and multime-
dia content

U.S. Registration
No.

4713517 Application Date 11/26/2013

Registration Date 03/31/2015 Foreign Priority
Date

NONE

Word Mark TIVO



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2012/07/18 First Use In Commerce: 2012/07/18

Market research services; advertising research services; consumer purchase
and behavior research services; media research services, namely, providing an
Internet-based database in the field of consumer audience viewership, advert-
ising sales effectiveness, and selection of media to optimize sales results

U.S. Registration
No.

3650220 Application Date 11/17/2008

Registration Date 07/07/2009 Foreign Priority
Date

NONE

Word Mark TIVO

Design Mark

Description of
Mark

The mark consists of the word "TIVO" ina stylized font, underneath which is an-
arc shape. The entire design is enclosed in a circle.

Goods/Services Class 041. First use: First Use: 1999/03/00 First Use In Commerce: 1999/03/00

entertainment services, namely, providing personalized television programming,
interactive television programming, and entertainment information in the nature
of an online guide to personalized and interactive television programming; enter-
tainment services, namely, providing on-line computer games

U.S. Registration 2566471 Application Date 11/04/1999



No.

Registration Date 05/07/2002 Foreign Priority
Date

NONE

Word Mark TIVO

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1999/01/07 First Use In Commerce: 1999/01/07

Computer hardware, software and peripherals for personalized, interactive tele-
vision programming; [ televisions; ] television remote controls; communication
devices, namely, transmitters for television [ , radio, and wireless telephone ]
;receivers for [ telephone, ] audio, andvideo; and software for use therewith; and
accompanying manuals sold as a unit

Class 035. First use: First Use: 1999/01/07 First Use In Commerce: 1999/01/07

Promotion of goods and services of others through the distribution of on-line pro-
motional material and promotional contests; data processing services

Class 038. First use: First Use: 1999/01/07 First Use In Commerce: 1999/01/07

Subscription television broadcasting services; transmission of cable television-
and interactive audio and video services; personalized and interactive television
transmission services

Class 041. First use: First Use: 1999/01/07 First Use In Commerce: 1999/01/07

Entertainment services, namely interactive entertainment services in the
natureof providing personalized television programming; and entertainment in-
formation, namely an on-line guide to guide to personalized and interactive tele-
vision programming

U.S. Registration
No.

2436483 Application Date 08/12/1999

Registration Date 03/20/2001 Foreign Priority
Date

NONE

Word Mark TIVO CENTRAL



Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1999/03/31 First Use In Commerce: 1999/03/31

Entertainment services, providing on screen, interactive guide for selecting, ad-
ministering and maintaining personalized television programming

U.S. Registration
No.

4820459 Application Date 09/18/2013

Registration Date 09/29/2015 Foreign Priority
Date

03/22/2013

Word Mark TIVO ROAMIO

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2013/08/20 First Use In Commerce: 2013/08/20

Computer hardware; computer software for use in allowing individual consumers
to select, record, view, stream, manage and store a range of multimedia content,
namely, television programming, video on-demand programming, music pro-
gramming, and voice, data, sound, music, graphics,images, audio, video, in-
formation, and message content available on the internet or transmitted between
users; computerperipherals; remote controls for apparatus for receiving, trans-
mitting, storingand managing audio, video and other digital media; apparatus for
receiving, transmitting, storing and managing audio, video and other digital me-
dia; software for use with apparatus for receiving, transmitting, storing and man-
aging audio, video and other digital media; digital video recorders; parts and fit-
tings for use with all the aforesaid goods; manuals sold as a unit with all the
aforesaid goods; downloadable music; downloadable films and television pro-
grams featuring music, text, video, games, comedy, drama, action, adventure,
animation, or mattersof general interest provided via a video-on-demand service

U.S. Application
No.

86689862 Application Date 07/10/2015

Registration Date NONE Foreign Priority
Date

NONE



Word Mark TIVO BOLT

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2015/09/30 First Use In Commerce: 2015/09/30

Computer hardware; computer software for allowing users to select, record,
view, stream, manage and store interactive television programming; remote con-
trol units for use with the foregoing

U.S. Application
No.

86689989 Application Date 07/10/2015

Registration Date NONE Foreign Priority
Date

NONE

Word Mark TIVO BOLT

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2015/09/30 First Use In Commerce: 2015/09/30

Promoting the sale of goods and services of others through the distribution of
on-line promotional material

U.S. Application
No.

86689992 Application Date 07/10/2015

Registration Date NONE Foreign Priority
Date

NONE

Word Mark TIVO BOLT

Design Mark

Description of
Mark

NONE



Goods/Services Class 038. First use: First Use: 2015/09/30 First Use In Commerce: 2015/09/30

Subscription television broadcasting services; cable television transmission
ofpersonalized and interactive televisionprogramming

U.S. Application
No.

86689996 Application Date 07/10/2015

Registration Date NONE Foreign Priority
Date

NONE

Word Mark TIVO BOLT

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 2015/09/30 First Use In Commerce: 2015/09/30

Interactive television programming; entertainment services, namely, providing
online interactive electronic games; non-downloadable electronic publications in
the nature of guides to interactive television programming

Related Proceed-
ings

91221632
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Thomas M. Hadid/

Name Thomas M. Hadid

Date 05/10/2016



 

 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

 

In the matter of application Serial No. 86/928,527 

For the Trademark TIVOBAR 

Published in the Official Gazette on May 3, 2016 

 

 

TIVO BRANDS LLC, ) 

 ) 

 Opposer, ) 

 ) Opposition No.  

 v. ) 

 ) 

TIVOLI, LLC  ) 

 ) 

 Applicant. ) 

_________________________________________ ) 

 

NOTICE OF OPPOSITION 

 Opposer TiVo Brands LLC (“TiVo”), a Delaware limited liability company having its 

principal place of business at 2160 Gold Street, San Jose, California 95002, believes that it will 

be damaged by the issuance of  registration for the mark TIVOBAR (the “TIVOBAR Mark” or 

“Applicant’s Mark”), as applied for in Application Serial No. 86/928,527, filed on March 3, 

2016 by Applicant Tivoli, LLC (“Applicant”), a California limited liability company with a 

mailing address of 15602 Mosher Avenue, Tustin, California 92780. 

 As grounds for opposition, TiVo alleges that:  

1. TiVo is a pioneer and leading retailer in the home entertainment market.  TiVo 

developed the first digital video recorder (“DVR”), and offers a range of home entertainment 

products and services associated with its DVRs, which include the recording and viewing of 

broadcast and cable television programs, the streaming and downloading of movies and 

television shows provided over the Internet, advanced searching capabilities, personal photo 
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viewing, music offerings, and online scheduling, among many other features.  

2. TiVo DVRs consist of hardware and operating system software that support the 

TiVo user interface and enable the scheduling, recording, and viewing of television programs, in 

addition to the internet access services noted above.  TiVo has offered these products and 

services to consumers nationwide under its TIVO and TIVO-variant and design marks (referred 

to collectively herein as the “TIVO Marks”) in the United States for over 15 years. 

3. True and correct copies of an exemplar application and registrations for TiVo’s 

TIVO and TIVO-formative marks are attached hereto as Exhibit A, and are incorporated by 

reference as though fully set forth herein.   

4. The TIVO Marks are fanciful, inherently distinctive, and entitled to a broad scope 

of protection. 

5. TiVo’s products and services have been the subject of thousands of stories in 

television, radio, and print media, highlighting TiVo’s innovation and success in the 

entertainment and content delivery fields.  Some of the world’s most famous and influential 

politicians have referenced TiVo in speeches to the American public.   For example, presidential 

candidate Hillary Clinton told late-night talk show host David Letterman in 2008 that TiVo was 

one of the top ten reasons she loves America.  President Barack Obama referenced TiVo to 

graduates at the University of Michigan in his 2010 commencement speech.  In addition to these 

references, TiVo has been referenced in widely-watched and acclaimed television shows, 

including “The Simpsons,” “Family Guy,” “Sex and the City,” and many others.  In addition, 

TiVo also has received numerous awards for its products and services, including, among many 

others, the 2013 Cedia Expo CEPRO Award, the 2012 Consumer Electronics Show Innovations 

Video Components Award, the 2011 and 2009 Consumer Electronics Show Design and 
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Engineering Award, the 2009 CNET Best 5 Home Video Products Award, the 2008 PC World 

100 Best Products Award, the 2007 Engadget Home Entertainment Device of the Year Award, 

the 2007 Wired Magazine Best in Test Award, as well as six Innovation in Advanced Television 

Services Emmys awarded between 2001 – 2014, issued by the United States National Television 

Academy.  

6. As a result of the nature and quality of TiVo’s products and services, its 

widespread use of the TIVO Marks, the extensive and continuous media coverage it has 

received, the high degree of consumer recognition of the TIVO Marks, the loyalty of its user 

base, and its numerous trademark registrations and pending applications, among other factors, 

the TIVO Marks are famous within the meaning of Section 43(c) of the United States Trademark 

Act, 15 U.S.C. § 1125(c). 

7. On March 3, 2016, Applicant filed an application to register the TIVOBAR mark 

(the “TIVOBAR Application”) based on use in commerce, for “[e]lectric lighting fixtures” in 

Class 11. 

8. The TIVOBAR Application published in the Official Gazette on May 3, 2016. 

FIRST GROUND FOR OPPOSITION: 

LIKELIHOOD OF CONFUSION  

 

9. TiVo incorporates by reference Paragraphs 1 through 8, inclusive, as if fully set 

forth herein. 

10. TiVo began using its TIVO Marks at least as early as 1999, and filed applications 

resulting in federal registrations well prior to Applicant’s application to register the TIVOBAR 

Mark, and, on information and belief, well prior to any actual use of the TIVOBAR Mark in 

commerce. 

11. Applicant’s Mark incorporates the entire TIVO mark in the dominant prefix. 
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12. The TIVOBAR mark, in so including the dominant TIVO prefix and the TIVO 

mark as a whole, is similar in sight and sound to the TIVO Marks.   

13. On information and belief, the goods identified in the TIVOBAR Application and 

the goods and services offered by TiVo under the TIVO Marks are offered through the same 

channels of trade, including the Internet.    

14. The goods identified in the TIVOBAR Application and the goods and services 

offered by TiVo under the TIVO Marks are related and overlap, for example, in LED (light 

emitting diodes) incorporated in TiVo’s hardware. 

15. Applicant’s TIVOBAR Mark suggests an affiliation or connection between 

Applicant and TiVo where none exists.  

16. TiVo is not affiliated or connected with Applicant or its goods, nor has TiVo 

endorsed or sponsored Applicant or its goods. 

17. TiVo has no control over the nature and quality of the goods or services that will 

be offered under the TIVOBAR Mark, and consequently the value of TiVo’s TIVO Marks would 

be jeopardized by the registration of the TIVOBAR Mark.  Because of the likelihood of 

confusion between the parties’ marks, any defects, improprieties, or faults found with 

Applicant’s goods marketed under the TIVOBAR Mark would negatively reflect upon and injure 

the reputation that TiVo has established for the goods and services it offers in connection with 

the TIVO Marks. 

18. Registration of the mark herein opposed will damage TiVo because Applicant’s 

TIVOBAR Mark is likely to cause confusion, or to cause mistake or to deceive.  Thus, the 

TIVOBAR Mark is unregistrable under 15 U.S.C. §§1052, 1053, 1063 and 1125 and should be 

refused registration. 
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SECOND GROUND FOR OPPOSITION: 

DILUTION OF A FAMOUS MARK 

 

19. TiVo incorporates by reference Paragraphs 1 through 18, inclusive, as if fully set 

forth herein. 

20. The TIVO mark is inherently distinctive. 

21. TiVo has used the TIVO mark since at least as early as 1999 for digital video 

recorders and related home entertainment services, and has expanded use of the TIVO Marks to 

additional goods and services since that time. 

22. TiVo is the owner of numerous U.S. registrations and applications for the TIVO 

Marks. 

23. TiVo and the TIVO Marks has been the subject of extensive and continuous 

media attention. 

24. TiVo has continuously used the TIVO Marks throughout the United States since 

at least as early as 1999. 

25. As a result of the considerable publicity afforded the TIVO Marks and the 

sizeable and loyal base of customers that TiVo has for its services, the TIVO Marks have strong 

consumer recognition. 

26. The TIVO Marks became famous well before Applicant filed to register the 

TIVOBAR Mark, and, on information and belief, well before any use of the TIVOBAR Mark in 

commerce.   

27. The TIVOBAR Mark and TIVO Marks are highly similar, and Applicant’s use of 

the TIVOBAR Mark is likely to cause association between the TIVOBAR Mark and the TIVO 

Marks that impairs the distinctiveness of the TIVO Marks and weakens the connection in the 

public’s mind between the TIVO Marks and TiVo’s goods and services.   



  6 

28. Applicant’s TIVOBAR Mark is likely to cause dilution by blurring, based on a 

number of relevant considerations, including: 

(a) Applicant’s Mark is similar to the TIVO Marks, particularly by its 

inclusion of the entire TIVO mark as its prefix; 

(b) The TIVO Marks are inherently distinctive in relation to home 

entertainment goods and services; 

(c) TiVo has made substantially exclusive use of the TIVO Marks; 

(d) The TIVO Marks are widely recognized by the general consuming public; 

(e) On information and belief, Applicant’s Mark was selected with the 

intention to create an association with the TIVO Marks.  

29. Accordingly, Applicant’s Mark is unregistrable under 15 U.S.C. §§ 1052, 1053, 

1063, and 1125, and should be refused registration. 

 Wherefore, TiVo prays that this Opposition be sustained, and that Application Serial No. 

86/928,527 be refused.   

 Respectfully submitted, 

 COOLEY LLP 

 

 

Date: May 10, 2016 By: /s/ Thomas M. Hadid 

  Thomas M. Hadid  

  John Paul Oleksiuk 

  Anne H. Peck 

  1299 Pennsylvania Ave., NW, Suite 700 

  Washington, D.C. 20004 

  T: 650-843-5130 

  F: 650-849-7400 

  Attorneys for Opposer, TiVo Brands LLC 
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CERTIFICATE OF TRANSMITTAL AND SERVICE 

 

 I hereby certify that this Notice of Opposition is being electronically transmitted in PDF 

format to the Trademark Trial and Appeal Board through the Electronic System for Trademark 

Trials and Appeals (ESTTA) on the date indicated below. 

 I hereby further certify that on the date indicated below, a true and correct copy of this 

Notice of Opposition was placed in the United States Mail, postage prepaid, addressed to the 

applicant and the correspondent for the subject application listed in the USPTO’s online 

database, as follows: 

 

Mr. Nicholas D. Myers 

Myers Berstein LLP 

4 Executive Circle 

Suite 100 

Irvine, California 92614-6704 

 

 

 

Date: May 10, 2016                 /s/ Thomas M. Hadid 

        Thomas M. Hadid 
 
 
 
130911147   



 

 

 

 

 

 

EXHIBIT A 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 



 

Mark Information

Mark Literal
Elements:

TIVO

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Computer hardware, computer software for use in connection with personalized, interactive, television programming; computer
peripherals,[ televisions]; television peripheral remote controls, and controls, namely, video game interactive remote control units and
computer game software for use therewith and accompanying manuals sold as a unit

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 1999 Use in Commerce: Jan. 1999

For: Promoting the sale of goods and services of others through the distribution of on-line promotional material and promotional contests

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 1999 Use in Commerce: Mar. 1999

For: Subscription television broadcasting services; transmission of cable television and interactive audio and video services; and cable
television transmission of personalized and interactive television programming

International
Class(es):

038 - Primary Class U.S Class(es): 100, 101, 104

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 1999 Use in Commerce: Mar. 1999

For: Entertainment services, namely, personalized and interactive entertainment services in the nature of providing personalized television

Generated on: This page was generated by TSDR on 2016-05-10 14:51:57 EDT

Mark: TIVO

US Serial Number: 75493408 Application Filing
Date:

May 29, 1998

US Registration
Number:

2423757 Registration Date: Jan. 23, 2001

Register: Principal

Mark Type: Trademark, Service Mark

Status: The registration has been renewed.

Status Date: Jan. 07, 2011

Publication Date: Dec. 21, 1999 Notice of
Allowance Date:

Mar. 14, 2000



programming, and interactive television programming and games, and entertainment information, namely, an online guide to
personalized and interactive television programming

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 1999 Use in Commerce: Jan. 1999

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: TIVO BRANDS LLC

Owner Address: 2160 GOLD STREET
ALVISO, CALIFORNIA 95002
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Anne H. Peck
Cooley LLP
1299 Pennslyvania Avenue NW, Suite 700
Washington, DISTRICT OF COLUMBIA 20004
UNITED STATES

Phone: (650) 843-5000 Fax: 202-842-7899

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Oct. 15, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jan. 07, 2011 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 68335

Jan. 07, 2011 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jan. 04, 2011 TEAS SECTION 8 & 9 RECEIVED

Mar. 05, 2009 ATTORNEY REVOKED AND/OR APPOINTED

Mar. 05, 2009 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Aug. 22, 2007 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Apr. 06, 2007 UNDELIVERABLE MAIL - COURTESY COPY MAILED 48455

Mar. 30, 2007 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 68335

Jan. 23, 2007 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Jan. 23, 2007 TEAS SECTION 8 & 15 RECEIVED

Jul. 17, 2006 CASE FILE IN TICRS



Oct. 27, 2005 ATTORNEY REVOKED AND/OR APPOINTED

Oct. 27, 2005 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Sep. 12, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 12, 2002 PAPER RECEIVED

Jan. 23, 2001 REGISTERED-PRINCIPAL REGISTER

Sep. 26, 2000 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Sep. 18, 2000 EXAMINERS AMENDMENT -WRITTEN

Jul. 03, 2000 NON-FINAL ACTION MAILED

Jul. 03, 2000 ASSIGNED TO EXAMINER 72145

Jun. 06, 2000 ASSIGNED TO EXAMINER 72145

May 31, 2000 STATEMENT OF USE PROCESSING COMPLETE

Apr. 10, 2000 USE AMENDMENT FILED

Mar. 14, 2000 NOA MAILED - SOU REQUIRED FROM APPLICANT

Dec. 21, 1999 PUBLISHED FOR OPPOSITION

Nov. 19, 1999 NOTICE OF PUBLICATION

Sep. 13, 1999 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 13, 1999 CORRESPONDENCE RECEIVED IN LAW OFFICE

Feb. 22, 1999 NON-FINAL ACTION MAILED

Jan. 13, 1999 ASSIGNED TO EXAMINER 74856

Jan. 07, 1999 ASSIGNED TO EXAMINER 76503

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Jan. 23, 2011

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Jan. 07, 2011

Assignment Abstract Of Title Information

Summary

Total Assignments: 2 Registrant: TIVO INC.

Assignment 1 of 2

Conveyance: CHANGE OF NAME

Reel/Frame: 1852/0763 Pages: 4

Date Recorded: Feb. 08, 1999

Supporting
Documents:

assignment-tm-1852-0763.pdf 

Assignor

Name: TELEWORLD INC. Execution Date: Jul. 18, 1998

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: TIVO INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 894 ROSS DRIVE
SUNNYVALE, CALIFORNIA 94089

Correspondent

Correspondent BROBECK, PHLEGER & HARRISON LLP

 



Name:

Correspondent
Address:

ROCHELLE D. ALPERT
SPEAR STREET TOWER
ONE MARKET
SAN FRANCISCO, CALIFORNIA 94105

Domestic Representative - Not Found

Assignment 2 of 2

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 3103/0572 Pages: 4

Date Recorded: Jun. 14, 2005

Supporting
Documents:

assignment-tm-3103-0572.pdf 

Assignor

Name: TIVO INC. Execution Date: Jun. 13, 2005

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: TIVO BRANDS LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 2160 GOLD STREET
ALVISO, CALIFORNIA 95002

Correspondent

Correspondent
Name:

KIMBERLY G. RUSSELL

Correspondent
Address:

333 MARKET STREET
SUITE 3200
SAN FRANCISCO, CA 94105-2150

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

11

Type of Proceeding: Opposition

Proceeding
Number:

91221632 Filing Date: Apr 22, 2015

Status: Pending Status Date: Apr 22, 2015

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Tivoli, LLC

Correspondent
Address:

NICHOLAS D MYERS
MYERS BERSTEIN LLP
4 EXECUTIVE CIR, STE 100
IRVINE CA , 92614-6704
UNITED STATES

Correspondent e-
mail:

timothy@mybelaw.com , nicholas@mybelaw.com , ivan@mybelaw.com , david@mybelaw.com , admin@mybelaw.com , shannon@my

belaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVOTAPE Opposition Pending 86326210

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

THOMAS M HADID
COOLEY LLP
1299 PENNSYLVANIA AVE NW , STE 700

 



WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

thadid@cooley.com , jpo@cooley.com , peckah@cooley.com , trademarks@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 76359394 2642755

TIVO Registered 77888613 3902808

TIVO Registered 77888610 3821425

TIVO Registered 77888609 3983234

TIVO Registered 86129693 4713517

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO ROAMIO Registered 86068208 4820459

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 22, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 22, 2015 Jun 01, 2015

3 PENDING, INSTITUTED Apr 22, 2015

4 ANSWER Apr 29, 2015

5 CHANGE OF CORRESP ADDRESS Nov 04, 2015

6 STIP FOR EXT Nov 25, 2015

7 EXTENSION OF TIME GRANTED Nov 25, 2015

8 STIP FOR EXT Dec 11, 2015

9 EXTENSION OF TIME GRANTED Dec 11, 2015

10 STIP FOR EXT Mar 17, 2016

11 EXTENSION OF TIME GRANTED Mar 17, 2016

12 STIP FOR EXT Apr 25, 2016

13 EXTENSION OF TIME GRANTED Apr 25, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91215154 Filing Date: Feb 26, 2014

Status: Terminated Status Date: Jun 09, 2014

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: Glory Great Wall (HK) AV-TECH CO., LTD

Correspondent
Address:

BIN LI
LAW OFFICES OF BIN LI AND ASSOCIATES
730 N DIAMOND BAR BLVD
CITY OF INDUSTRY CA , 91765
UNITED STATES

Correspondent e-
mail:

Info@libinlaw.com , usbinli@sbcglobal.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIV Abandoned - After Inter-Partes Decision 85863495

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW, SUITE 700
WASHINGTON DE , 20004
UNITED STATES

Correspondent e- trademarks@cooley.com , lmayall@cooley.com



mail:

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 26, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 26, 2014 Apr 07, 2014

3 PENDING, INSTITUTED Feb 26, 2014

4 NOTICE OF DEFAULT Apr 22, 2014

5 BD DECISION: SUSTAINED Jun 09, 2014

6 TERMINATED Jun 09, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91214961 Filing Date: Feb 18, 2014

Status: Terminated Status Date: Jun 02, 2014

Interlocutory
Attorney:

CHERYL S GOODMAN

Defendant

Name: Lyra Sound, Inc.

Correspondent
Address:

CLEMENT CHENG
NEWHOPE LAW PC
17220 NEWHOPE ST STE 127
FOUNTAIN VALLEY CA , 92708-4283
UNITED STATES

Correspondent e-
mail:

law@clemcheng.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

KEEVO Abandoned - After Inter-Partes Decision 85868222

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Renewed 76359394 2642755

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date



1 FILED AND FEE Feb 18, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 18, 2014 Mar 30, 2014

3 PENDING, INSTITUTED Feb 18, 2014

4 NOTICE OF DEFAULT Apr 15, 2014

5 BD DECISION: SUSTAINED Jun 02, 2014

6 TERMINATED Jun 02, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91213043 Filing Date: Oct 16, 2013

Status: Terminated Status Date: Jul 05, 2014

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Livost Technologies, Inc.

Correspondent
Address:

ROGER S THOMPSON
THE LAW OFFICES OF ROGER S THOMPSON
116 PINEHURST AVE , APT D14
NEW YORK NY , 10033 8814
UNITED STATES

Correspondent e-
mail:

roger@thompson-ip.com; rogersthompson1@g

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LIVO Abandoned - After Inter-Partes Decision 85837074

LIVO Abandoned - After Inter-Partes Decision 85836926

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW,
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 16, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 16, 2013 Nov 25, 2013

3 PENDING, INSTITUTED Oct 16, 2013

4 ANSWER Nov 15, 2013

5 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 24, 2014

6 SUSPENDED Jan 24, 2014

7 W/DRAW OF APPLICATION Jun 25, 2014

8 BD DECISION: SUSTAINED Jul 05, 2014

9 TERMINATED Jul 05, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91208479 Filing Date: Dec 17, 2012



Status: Terminated Status Date: Jul 11, 2013

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: TTNET A.S.

Correspondent
Address:

MICHAEL M BALLARD
WORKMAN NYDEGGER
60 EAST SOUTH TEMPLE, SUITE 1000
SALT LAKE CITY UT , 84111
UNITED STATES

Correspondent e-
mail:

mballard@iplawusa.com , lmolloy@iplawusa.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIBU Abandoned - After Inter-Partes Decision 85218517

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
777 6TH STREET NW
WASHINGTON DC , 20001
UNITED STATES

Correspondent e-
mail:

lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 18, 2012 Jan 27, 2013

3 PENDING, INSTITUTED Dec 18, 2012

4 D MOT FOR EXT W/ CONSENT Jan 22, 2013

5 EXTENSION OF TIME GRANTED Jan 22, 2013

6 D MOT FOR EXT W/ CONSENT Feb 25, 2013

7 EXTENSION OF TIME GRANTED Feb 25, 2013

8 D MOT FOR EXT W/ CONSENT Mar 26, 2013

9 EXTENSION OF TIME GRANTED Mar 26, 2013

10 D MOT FOR EXT W/ CONSENT Apr 29, 2013

11 EXTENSION OF TIME GRANTED Apr 29, 2013

12 D MOT FOR EXT W/ CONSENT May 28, 2013

13 EXTENSION OF TIME GRANTED May 28, 2013

14 D MOT FOR EXT W/ CONSENT Jun 24, 2013

15 EXTENSION OF TIME GRANTED Jun 24, 2013

16 W/DRAW OF APPLICATION Jul 05, 2013

17 BD DECISION: SUSTAINED Jul 11, 2013

18 TERMINATED Jul 11, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91199480 Filing Date: Apr 18, 2011



Status: Terminated Status Date: Mar 08, 2013

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Valups Corp.

Correspondent
Address:

M SCOTT ALPRIN
RABIN & BERDO PC
1101 14TH STREET NW , SUITE 500
WASHINGTON DC , 20005-5633
UNITED STATES

Correspondent e-
mail:

salprin@rabinberdo.com , firm@rabinberdo.com , trademarks@alprinlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIZEN Abandoned - No Statement Of Use Filed 85039047

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
FIVE PALO ALTO SQUARE, 3000 EL CAMINO REAL
PALO ALTO CA , 94306-2155
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 18, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 18, 2011 May 28, 2011

3 PENDING, INSTITUTED Apr 18, 2011

4 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS May 25, 2011

5 SUSPENDED May 26, 2011

6 ANSWER Jun 25, 2011

7 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 15, 2011

8 SUSPENDED Dec 15, 2011

9 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Mar 15, 2012

10 SUSPENDED Mar 15, 2012

11 D MOT FOR EXT W/ CONSENT Jun 12, 2012

12 EXTENSION OF TIME GRANTED Jun 12, 2012

13 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jul 17, 2012

14 SUSPENDED Jul 17, 2012

15 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 15, 2012

16 SUSPENDED Aug 15, 2012

17 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Oct 15, 2012

18 SUSPENDED Oct 16, 2012

19 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Feb 05, 2013

20 SUSPENDED Feb 05, 2013

21 MOT TO AMEND APPLICATION Feb 19, 2013

22 RESPONSE DUE 30 DAYS (DUE DATE) Feb 28, 2013 Mar 30, 2013



23 W/DRAW OF OPPOSITION Mar 07, 2013

24 BD DECISION: DISMISSED W/ PREJ Mar 08, 2013

25 TERMINATED Mar 08, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91197538 Filing Date: Nov 23, 2010

Status: Terminated Status Date: Mar 15, 2011

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Cyber International Technology Corp.

Correspondent
Address:

CYBER INTERNATIONAL TECHNOLOGY CORP.
115 TECHNOLOGY DR UNIT B301
TRUMBULL CT , 06611-6347
UNITED STATES

Correspondent e-
mail:

MDL@CITcorporation.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIA Abandoned - After Inter-Partes Decision 77918708

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

GAVIN L. CHAIRSTON
COOLEY LLP
777 6TH STREET NW, SUITE 1100
WASHINGTON DC , 20001
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , gcharlston@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 23, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 23, 2010 Jan 02, 2011

3 PENDING, INSTITUTED Nov 23, 2010

4 NOTICE OF DEFAULT Jan 25, 2011

5 BOARD'S DECISION: SUSTAINED Mar 15, 2011

6 TERMINATED Mar 15, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91193091 Filing Date: Dec 21, 2009

Status: Terminated Status Date: May 11, 2010

Interlocutory
Attorney:

MICHAEL B ADLIN

Defendant

Name: Xuerong Zhang

Correspondent
Address:

XUERONG ZHANG
650 VAQUEROS AVE STE B
SUNNYVALE CA , 94085-3525
UNITED STATES

Correspondent e- jmartin@sflaw.com



mail:

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVAX Abandoned - After Inter-Partes Decision 77688782

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

Gavin L. Charlston
Cooley Godward Kronish LLP
777 6th Street NW
Washington DC , 20001
UNITED STATES

Correspondent e-
mail:

gcharlston@cooley.com , trademarks@cooley.com , myoung@cooley.com , llewallen@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO, TV YOUR WAY Cancelled - Section 8 78007783 2792734

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 21, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 21, 2009 Jan 30, 2010

3 PENDING, INSTITUTED Dec 21, 2009

4 STIPULATION FOR AN EXTENSION OF TIME Jan 05, 2010

5 EXTENSION OF TIME GRANTED Jan 05, 2010

6 WITHDRAWAL OF APPLICATION May 07, 2010

7 BOARD'S DECISION: SUSTAINED May 11, 2010

8 TERMINATED May 11, 2010

Type of Proceeding: Opposition

Proceeding
Number:

91190989 Filing Date: Jul 10, 2009

Status: Terminated Status Date: Sep 24, 2010

Interlocutory
Attorney:

LINDA M SKORO

Defendant

Name: Polygram Holding, Inc.

Correspondent
Address:

DAVID DONAHUE
FROSS ZELNICK LEHRMAN & ZISSU PC
866 UNITED NATIONS PLAZA
NEW YORK NY , 10017
UNITED STATES

Correspondent e-
mail:

mc@fzlz.com , ddonahue@fzlz.com

Associated marks

Mark Application Status Serial Number
Registration
Number

VEVO Registered 77649247 4478335

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

ANNE HIARING HOCKING
HIARING + SMITH
101 LUCAS VALLEY ROAD, SUITE 300
SAN RAFAEL CA , 94903
UNITED STATES

Correspondent e-
mail:

Anne@Hiaringsmith.com info@hiaringlaw.com



Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Cancelled - Section 8 75530009 2538482

TIVO CENTRAL Renewed 75774400 2436483

TIVO, TV YOUR WAY Cancelled - Section 8 78007783 2792734

TIVOLUTION Cancelled - Section 8 75774309 2450586

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 10, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 10, 2009 Aug 19, 2009

3 PENDING, INSTITUTED Jul 10, 2009

4 CHANGE OF CORRESPONDENCE ADDRESS Aug 19, 2009

5 ANSWER Aug 19, 2009

6 STIPULATION FOR AN EXTENSION OF TIME Feb 04, 2010

7 EXTENSION OF TIME GRANTED Feb 04, 2010

8 CHANGE OF CORRESPONDENCE ADDRESS Mar 02, 2010

9 STIPULATION FOR AN EXTENSION OF TIME Apr 29, 2010

10 EXTENSION OF TIME GRANTED Apr 29, 2010

11 STIPULATION FOR AN EXTENSION OF TIME Jun 09, 2010

12 EXTENSION OF TIME GRANTED Jun 09, 2010

13 STIPULATION FOR AN EXTENSION OF TIME Jul 01, 2010

14 EXTENSION OF TIME GRANTED Jul 01, 2010

15 STIPULATION FOR AN EXTENSION OF TIME Aug 16, 2010

16 EXTENSION OF TIME GRANTED Aug 16, 2010

17 MOTION TO AMEND APPLICATION Sep 02, 2010

18 RESPONSE DUE 30 DAYS (DUE DATE) Sep 17, 2010 Oct 17, 2010

19 WITHDRAWAL OF OPPOSITION Sep 17, 2010

20 BD'S DECISION: DISMISSED W/ PREJUDICE Sep 24, 2010

21 TERMINATED Sep 24, 2010

Type of Proceeding: Opposition

Proceeding
Number:

91124895 Filing Date: Dec 20, 2001

Status: Terminated Status Date: Jul 13, 2004

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: CIDCO INCORPORATED

Correspondent
Address:

DOUGLAS W. KENYON
HUNTON & WILLIAMS
POST OFFICE BOX 109
RALEIGH NC , 27602
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

MIVO Abandoned - After Inter-Partes Decision 76167127

Plaintiff(s)

Name: TIVO INC.

Correspondent
Address:

KIMBERLY G. RUSSELL
STEINHART & FALCONER LLP
333 MARKET STREET SUITE 3200
SAN FRANCISCO CA , 94105-2150
UNITED STATES

Associated marks



Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 20, 2001

2 NOTICE SENT; ANSWER DUE (DUE DATE) Mar 08, 2002 Apr 17, 2002

3 PENDING, INSTITUTED Mar 08, 2002

4 DEF'S MOT TO EXT TIME W/CON Apr 16, 2002

5 DEF'S MOT TO EXT TIME W/CON May 15, 2002

6 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Jun 14, 2002

7 DEF MOTION TO FILE LATE ANSWER Sep 09, 2002

8 ANSWER Sep 09, 2002

9 ANSWER ACCEPTED; TRIAL DATES RESET Jan 10, 2003

10 MOT. TO EXTEND DISCOV. W/ CONSENT Sep 20, 2002

11 PLN MOT TO SUSPEND W/CON Jun 20, 2003

12 WITHDRAWAL OF APPLICATION Jul 06, 2004

13 BOARD'S DECISION: SUSTAINED Jul 13, 2004

14 TERMINATED Jul 22, 2004

Type of Proceeding: Opposition

Proceeding
Number:

91150855 Filing Date: Dec 10, 2001

Status: Terminated Status Date: Jan 25, 2003

Interlocutory
Attorney:

DAVID M MERMELSTEIN

Defendant

Name: ULKER GIDA SANAYI VE TICARET A.S.

Correspondent
Address:

HOWARD NATTER
NATTER & NATTER
25 W 43RD STREET
NEW YORK NY , 10036-7406
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Abandoned - After Inter-Partes Decision 76282198

Plaintiff(s)

Name: TIVO INC.

Correspondent
Address:

KIMBERLY G. RUSSELL, ESQ.
STEINHART & FALCONER LLP
333 MARKET STREET, SUITE 3200 SAN FRANCISCO, CA 94105-2150

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 10, 2001

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 21, 2002 Apr 02, 2002

3 PENDING, INSTITUTED Feb 21, 2002

4 ANSWER Mar 25, 2002

5 PLS REV SUB PA AND CHANGE OF ADDRESS Aug 26, 2002

6 WITHDRAWAL OF APPLICATION Nov 18, 2002

7 WITHDRAWAL OF APPLICATION Nov 04, 2002

8 BOARD'S DECISION: SUSTAINED Jan 25, 2003

9 TERMINATED Jan 25, 2003







 

Mark Information

Mark Literal
Elements:

TIVO CENTRAL

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Entertainment services, providing on screen, interactive guide for selecting, administering and maintaining personalized television
programming

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 31, 1999 Use in Commerce: Mar. 31, 1999

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: TIVO BRANDS LLC

Owner Address: 2160 GOLD STREET
ALVISO, CALIFORNIA 95002
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Generated on: This page was generated by TSDR on 2016-05-10 14:52:21 EDT

Mark: TIVO CENTRAL

US Serial Number: 75774400 Application Filing
Date:

Aug. 12, 1999

US Registration
Number:

2436483 Registration Date: Mar. 20, 2001

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Jan. 27, 2011

Publication Date: Dec. 26, 2000



Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Anne H. Peck
Cooley LLP
1299 Pennslyvania Avenue NW, Suite 700
Washington, DISTRICT OF COLUMBIA 20004
UNITED STATES

Phone: (650) 843-5000 Fax: 202-842-7899

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Oct. 15, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jan. 27, 2011 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 64591

Jan. 27, 2011 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jan. 26, 2011 TEAS SECTION 8 & 9 RECEIVED

Mar. 05, 2009 ATTORNEY REVOKED AND/OR APPOINTED

Mar. 05, 2009 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 30, 2007 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Apr. 25, 2007 UNDELIVERABLE MAIL - COURTESY COPY MAILED 48455

Apr. 17, 2007 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 64591

Apr. 09, 2007 ASSIGNED TO PARALEGAL 64591

Mar. 15, 2007 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Mar. 15, 2007 TEAS SECTION 8 & 15 RECEIVED

Nov. 24, 2006 CASE FILE IN TICRS

Oct. 27, 2005 ATTORNEY REVOKED AND/OR APPOINTED

Oct. 27, 2005 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Aug. 12, 2002 PAPER RECEIVED

Mar. 20, 2001 REGISTERED-PRINCIPAL REGISTER

Dec. 26, 2000 PUBLISHED FOR OPPOSITION

Nov. 24, 2000 NOTICE OF PUBLICATION

Oct. 10, 2000 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 01, 2000 CORRESPONDENCE RECEIVED IN LAW OFFICE

Dec. 01, 1999 NON-FINAL ACTION MAILED

Nov. 15, 1999 ASSIGNED TO EXAMINER 76624

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Mar. 20, 2011

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Jan. 27, 2011



Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: TiVo Inc.

Assignment 1 of 1

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 3103/0572 Pages: 4

Date Recorded: Jun. 14, 2005

Supporting
Documents:

assignment-tm-3103-0572.pdf 

Assignor

Name: TIVO INC. Execution Date: Jun. 13, 2005

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: TIVO BRANDS LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 2160 GOLD STREET
ALVISO, CALIFORNIA 95002

Correspondent

Correspondent
Name:

KIMBERLY G. RUSSELL

Correspondent
Address:

333 MARKET STREET
SUITE 3200
SAN FRANCISCO, CA 94105-2150

Domestic Representative - Not Found

 

Proceedings

Summary

Number of
Proceedings:

9

Type of Proceeding: Opposition

Proceeding
Number:

91221632 Filing Date: Apr 22, 2015

Status: Pending Status Date: Apr 22, 2015

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Tivoli, LLC

Correspondent
Address:

NICHOLAS D MYERS
MYERS BERSTEIN LLP
4 EXECUTIVE CIR, STE 100
IRVINE CA , 92614-6704
UNITED STATES

Correspondent e-
mail:

timothy@mybelaw.com , nicholas@mybelaw.com , ivan@mybelaw.com , david@mybelaw.com , admin@mybelaw.com , shannon@my

belaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVOTAPE Opposition Pending 86326210

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

THOMAS M HADID
COOLEY LLP
1299 PENNSYLVANIA AVE NW , STE 700
WASHINGTON DC , 20004

 



UNITED STATES

Correspondent e-
mail:

thadid@cooley.com , jpo@cooley.com , peckah@cooley.com , trademarks@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 76359394 2642755

TIVO Registered 77888613 3902808

TIVO Registered 77888610 3821425

TIVO Registered 77888609 3983234

TIVO Registered 86129693 4713517

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO ROAMIO Registered 86068208 4820459

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 22, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 22, 2015 Jun 01, 2015

3 PENDING, INSTITUTED Apr 22, 2015

4 ANSWER Apr 29, 2015

5 CHANGE OF CORRESP ADDRESS Nov 04, 2015

6 STIP FOR EXT Nov 25, 2015

7 EXTENSION OF TIME GRANTED Nov 25, 2015

8 STIP FOR EXT Dec 11, 2015

9 EXTENSION OF TIME GRANTED Dec 11, 2015

10 STIP FOR EXT Mar 17, 2016

11 EXTENSION OF TIME GRANTED Mar 17, 2016

12 STIP FOR EXT Apr 25, 2016

13 EXTENSION OF TIME GRANTED Apr 25, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91215154 Filing Date: Feb 26, 2014

Status: Terminated Status Date: Jun 09, 2014

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: Glory Great Wall (HK) AV-TECH CO., LTD

Correspondent
Address:

BIN LI
LAW OFFICES OF BIN LI AND ASSOCIATES
730 N DIAMOND BAR BLVD
CITY OF INDUSTRY CA , 91765
UNITED STATES

Correspondent e-
mail:

Info@libinlaw.com , usbinli@sbcglobal.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIV Abandoned - After Inter-Partes Decision 85863495

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW, SUITE 700
WASHINGTON DE , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com



Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 26, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 26, 2014 Apr 07, 2014

3 PENDING, INSTITUTED Feb 26, 2014

4 NOTICE OF DEFAULT Apr 22, 2014

5 BD DECISION: SUSTAINED Jun 09, 2014

6 TERMINATED Jun 09, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91214961 Filing Date: Feb 18, 2014

Status: Terminated Status Date: Jun 02, 2014

Interlocutory
Attorney:

CHERYL S GOODMAN

Defendant

Name: Lyra Sound, Inc.

Correspondent
Address:

CLEMENT CHENG
NEWHOPE LAW PC
17220 NEWHOPE ST STE 127
FOUNTAIN VALLEY CA , 92708-4283
UNITED STATES

Correspondent e-
mail:

law@clemcheng.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

KEEVO Abandoned - After Inter-Partes Decision 85868222

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Renewed 76359394 2642755

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 18, 2014



2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 18, 2014 Mar 30, 2014

3 PENDING, INSTITUTED Feb 18, 2014

4 NOTICE OF DEFAULT Apr 15, 2014

5 BD DECISION: SUSTAINED Jun 02, 2014

6 TERMINATED Jun 02, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91213043 Filing Date: Oct 16, 2013

Status: Terminated Status Date: Jul 05, 2014

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Livost Technologies, Inc.

Correspondent
Address:

ROGER S THOMPSON
THE LAW OFFICES OF ROGER S THOMPSON
116 PINEHURST AVE , APT D14
NEW YORK NY , 10033 8814
UNITED STATES

Correspondent e-
mail:

roger@thompson-ip.com; rogersthompson1@g

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LIVO Abandoned - After Inter-Partes Decision 85837074

LIVO Abandoned - After Inter-Partes Decision 85836926

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW,
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 16, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 16, 2013 Nov 25, 2013

3 PENDING, INSTITUTED Oct 16, 2013

4 ANSWER Nov 15, 2013

5 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 24, 2014

6 SUSPENDED Jan 24, 2014

7 W/DRAW OF APPLICATION Jun 25, 2014

8 BD DECISION: SUSTAINED Jul 05, 2014

9 TERMINATED Jul 05, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91208479 Filing Date: Dec 17, 2012

Status: Terminated Status Date: Jul 11, 2013



Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: TTNET A.S.

Correspondent
Address:

MICHAEL M BALLARD
WORKMAN NYDEGGER
60 EAST SOUTH TEMPLE, SUITE 1000
SALT LAKE CITY UT , 84111
UNITED STATES

Correspondent e-
mail:

mballard@iplawusa.com , lmolloy@iplawusa.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIBU Abandoned - After Inter-Partes Decision 85218517

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
777 6TH STREET NW
WASHINGTON DC , 20001
UNITED STATES

Correspondent e-
mail:

lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 18, 2012 Jan 27, 2013

3 PENDING, INSTITUTED Dec 18, 2012

4 D MOT FOR EXT W/ CONSENT Jan 22, 2013

5 EXTENSION OF TIME GRANTED Jan 22, 2013

6 D MOT FOR EXT W/ CONSENT Feb 25, 2013

7 EXTENSION OF TIME GRANTED Feb 25, 2013

8 D MOT FOR EXT W/ CONSENT Mar 26, 2013

9 EXTENSION OF TIME GRANTED Mar 26, 2013

10 D MOT FOR EXT W/ CONSENT Apr 29, 2013

11 EXTENSION OF TIME GRANTED Apr 29, 2013

12 D MOT FOR EXT W/ CONSENT May 28, 2013

13 EXTENSION OF TIME GRANTED May 28, 2013

14 D MOT FOR EXT W/ CONSENT Jun 24, 2013

15 EXTENSION OF TIME GRANTED Jun 24, 2013

16 W/DRAW OF APPLICATION Jul 05, 2013

17 BD DECISION: SUSTAINED Jul 11, 2013

18 TERMINATED Jul 11, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91199480 Filing Date: Apr 18, 2011

Status: Terminated Status Date: Mar 08, 2013



Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Valups Corp.

Correspondent
Address:

M SCOTT ALPRIN
RABIN & BERDO PC
1101 14TH STREET NW , SUITE 500
WASHINGTON DC , 20005-5633
UNITED STATES

Correspondent e-
mail:

salprin@rabinberdo.com , firm@rabinberdo.com , trademarks@alprinlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIZEN Abandoned - No Statement Of Use Filed 85039047

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
FIVE PALO ALTO SQUARE, 3000 EL CAMINO REAL
PALO ALTO CA , 94306-2155
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 18, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 18, 2011 May 28, 2011

3 PENDING, INSTITUTED Apr 18, 2011

4 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS May 25, 2011

5 SUSPENDED May 26, 2011

6 ANSWER Jun 25, 2011

7 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 15, 2011

8 SUSPENDED Dec 15, 2011

9 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Mar 15, 2012

10 SUSPENDED Mar 15, 2012

11 D MOT FOR EXT W/ CONSENT Jun 12, 2012

12 EXTENSION OF TIME GRANTED Jun 12, 2012

13 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jul 17, 2012

14 SUSPENDED Jul 17, 2012

15 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 15, 2012

16 SUSPENDED Aug 15, 2012

17 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Oct 15, 2012

18 SUSPENDED Oct 16, 2012

19 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Feb 05, 2013

20 SUSPENDED Feb 05, 2013

21 MOT TO AMEND APPLICATION Feb 19, 2013

22 RESPONSE DUE 30 DAYS (DUE DATE) Feb 28, 2013 Mar 30, 2013

23 W/DRAW OF OPPOSITION Mar 07, 2013

24 BD DECISION: DISMISSED W/ PREJ Mar 08, 2013



25 TERMINATED Mar 08, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91197538 Filing Date: Nov 23, 2010

Status: Terminated Status Date: Mar 15, 2011

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Cyber International Technology Corp.

Correspondent
Address:

CYBER INTERNATIONAL TECHNOLOGY CORP.
115 TECHNOLOGY DR UNIT B301
TRUMBULL CT , 06611-6347
UNITED STATES

Correspondent e-
mail:

MDL@CITcorporation.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIA Abandoned - After Inter-Partes Decision 77918708

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

GAVIN L. CHAIRSTON
COOLEY LLP
777 6TH STREET NW, SUITE 1100
WASHINGTON DC , 20001
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , gcharlston@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 23, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 23, 2010 Jan 02, 2011

3 PENDING, INSTITUTED Nov 23, 2010

4 NOTICE OF DEFAULT Jan 25, 2011

5 BOARD'S DECISION: SUSTAINED Mar 15, 2011

6 TERMINATED Mar 15, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91193091 Filing Date: Dec 21, 2009

Status: Terminated Status Date: May 11, 2010

Interlocutory
Attorney:

MICHAEL B ADLIN

Defendant

Name: Xuerong Zhang

Correspondent
Address:

XUERONG ZHANG
650 VAQUEROS AVE STE B
SUNNYVALE CA , 94085-3525
UNITED STATES

Correspondent e-
mail:

jmartin@sflaw.com

Associated marks



Mark Application Status
Serial
Number

Registration
Number

TIVAX Abandoned - After Inter-Partes Decision 77688782

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

Gavin L. Charlston
Cooley Godward Kronish LLP
777 6th Street NW
Washington DC , 20001
UNITED STATES

Correspondent e-
mail:

gcharlston@cooley.com , trademarks@cooley.com , myoung@cooley.com , llewallen@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO, TV YOUR WAY Cancelled - Section 8 78007783 2792734

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 21, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 21, 2009 Jan 30, 2010

3 PENDING, INSTITUTED Dec 21, 2009

4 STIPULATION FOR AN EXTENSION OF TIME Jan 05, 2010

5 EXTENSION OF TIME GRANTED Jan 05, 2010

6 WITHDRAWAL OF APPLICATION May 07, 2010

7 BOARD'S DECISION: SUSTAINED May 11, 2010

8 TERMINATED May 11, 2010

Type of Proceeding: Opposition

Proceeding
Number:

91190989 Filing Date: Jul 10, 2009

Status: Terminated Status Date: Sep 24, 2010

Interlocutory
Attorney:

LINDA M SKORO

Defendant

Name: Polygram Holding, Inc.

Correspondent
Address:

DAVID DONAHUE
FROSS ZELNICK LEHRMAN & ZISSU PC
866 UNITED NATIONS PLAZA
NEW YORK NY , 10017
UNITED STATES

Correspondent e-
mail:

mc@fzlz.com , ddonahue@fzlz.com

Associated marks

Mark Application Status Serial Number
Registration
Number

VEVO Registered 77649247 4478335

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

ANNE HIARING HOCKING
HIARING + SMITH
101 LUCAS VALLEY ROAD, SUITE 300
SAN RAFAEL CA , 94903
UNITED STATES

Correspondent e-
mail:

Anne@Hiaringsmith.com info@hiaringlaw.com

Associated marks

Serial Registration



Mark Application Status
Number Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Cancelled - Section 8 75530009 2538482

TIVO CENTRAL Renewed 75774400 2436483

TIVO, TV YOUR WAY Cancelled - Section 8 78007783 2792734

TIVOLUTION Cancelled - Section 8 75774309 2450586

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 10, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 10, 2009 Aug 19, 2009

3 PENDING, INSTITUTED Jul 10, 2009

4 CHANGE OF CORRESPONDENCE ADDRESS Aug 19, 2009

5 ANSWER Aug 19, 2009

6 STIPULATION FOR AN EXTENSION OF TIME Feb 04, 2010

7 EXTENSION OF TIME GRANTED Feb 04, 2010

8 CHANGE OF CORRESPONDENCE ADDRESS Mar 02, 2010

9 STIPULATION FOR AN EXTENSION OF TIME Apr 29, 2010

10 EXTENSION OF TIME GRANTED Apr 29, 2010

11 STIPULATION FOR AN EXTENSION OF TIME Jun 09, 2010

12 EXTENSION OF TIME GRANTED Jun 09, 2010

13 STIPULATION FOR AN EXTENSION OF TIME Jul 01, 2010

14 EXTENSION OF TIME GRANTED Jul 01, 2010

15 STIPULATION FOR AN EXTENSION OF TIME Aug 16, 2010

16 EXTENSION OF TIME GRANTED Aug 16, 2010

17 MOTION TO AMEND APPLICATION Sep 02, 2010

18 RESPONSE DUE 30 DAYS (DUE DATE) Sep 17, 2010 Oct 17, 2010

19 WITHDRAWAL OF OPPOSITION Sep 17, 2010

20 BD'S DECISION: DISMISSED W/ PREJUDICE Sep 24, 2010

21 TERMINATED Sep 24, 2010







 

Mark Information

Mark Literal
Elements:

TIVO

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Design Search
Code(s):

04.07.02 - Person formed by objects; Objects forming a person
16.01.03 - Television sets; Remote controls, television; Screens, projection; Screens, television; Projection screens (television); CB
radios; Radios

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Computer hardware, software and peripherals for personalized, interactive television programming; [ televisions; ] television remote
controls; communication devices, namely, transmitters for television [ , radio, and wireless telephone ] ; receivers for [ telephone, ]
audio, and video; and software for use therewith; and accompanying manuals sold as a unit

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 07, 1999 Use in Commerce: Jan. 07, 1999

For: Promotion of goods and services of others through the distribution of on-line promotional material and promotional contests; data
processing services

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 07, 1999 Use in Commerce: Jan. 07, 1999

Generated on: This page was generated by TSDR on 2016-05-10 14:52:36 EDT

Mark: TIVO

US Serial Number: 75841174 Application Filing
Date:

Nov. 04, 1999

US Registration
Number:

2566471 Registration Date: May 07, 2002

Register: Principal

Mark Type: Trademark, Service Mark

Status: The registration has been renewed.

Status Date: May 16, 2012

Publication Date: Feb. 12, 2002



For: Subscription television broadcasting services; transmission of cable television and interactive audio and video services; personalized
and interactive television transmission services

International
Class(es):

038 - Primary Class U.S Class(es): 100, 101, 104

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 07, 1999 Use in Commerce: Jan. 07, 1999

For: Entertainment services, namely interactive entertainment services in the nature of providing personalized television programming; and
entertainment information, namely an on-line guide to guide to personalized and interactive television programming

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 07, 1999 Use in Commerce: Jan. 07, 1999

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: TIVO BRANDS LLC

Owner Address: 2160 GOLD STREET
ALVISO, CALIFORNIA 95002
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Anne H. Peck
Cooley LLP
1299 Pennslyvania Avenue NW, Suite 700
Washington, DISTRICT OF COLUMBIA 20004
UNITED STATES

Phone: (650) 843-5000 Fax: 202-842-7899

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Anne H. Peck Phone: (650) 843-5000

Fax: (650) 857-0663

Domestic
Representative e-

mail:

trademarks@cooley.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History



Date Description
Proceeding
Number

Oct. 15, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 16, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

May 16, 2012 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 69471

May 16, 2012 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 69471

May 16, 2012 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 69471

May 04, 2012 TEAS SECTION 8 & 9 RECEIVED

Mar. 05, 2009 ATTORNEY REVOKED AND/OR APPOINTED

Mar. 05, 2009 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

May 24, 2008 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 73376

May 21, 2008 ASSIGNED TO PARALEGAL 73376

May 05, 2008 TEAS SECTION 8 & 15 RECEIVED

Aug. 24, 2007 CASE FILE IN TICRS

Aug. 22, 2007 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Oct. 27, 2005 ATTORNEY REVOKED AND/OR APPOINTED

Oct. 27, 2005 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Aug. 01, 2003 PAPER RECEIVED

Jul. 11, 2003 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 07, 2002 REGISTERED-PRINCIPAL REGISTER

Feb. 12, 2002 PUBLISHED FOR OPPOSITION

Jan. 23, 2002 NOTICE OF PUBLICATION

Oct. 12, 2001 APPROVED FOR PUB - PRINCIPAL REGISTER

Jul. 12, 2001 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jan. 18, 2001 FINAL REFUSAL MAILED

Nov. 07, 2000 CORRESPONDENCE RECEIVED IN LAW OFFICE

May 15, 2000 NON-FINAL ACTION MAILED

May 08, 2000 ASSIGNED TO EXAMINER 74662

Mar. 22, 2000 ASSIGNED TO EXAMINER 73727

Mar. 15, 2000 ASSIGNED TO EXAMINER 76729

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: May 07, 2012

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: May 16, 2012

Assignment Abstract Of Title Information

Summary

Total Assignments: 2 Registrant: TiVo, Inc.

Assignment 1 of 2

Conveyance: CHANGE OF NAME

Reel/Frame: 2805/0213 Pages: 4

Date Recorded: Aug. 08, 2003

Supporting
Documents:

assignment-tm-2805-0213.pdf 

Assignor

Name: TIVO, INC. Execution Date: Jul. 26, 2000

 



Legal Entity Type: CORPORATION State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: TIVO INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 2160 GOLD STREET
ALVISO, CALIFORNIA 95002-2160

Correspondent

Correspondent
Name:

STEINHART & FALCONER LLP

Correspondent
Address:

KIMBERLY G. RUSSELL
333 MARKET STREET, SUITE 3200
SAN FRANCISCO, CA 94105-2150

Domestic Representative - Not Found

Assignment 2 of 2

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 3103/0572 Pages: 4

Date Recorded: Jun. 14, 2005

Supporting
Documents:

assignment-tm-3103-0572.pdf 

Assignor

Name: TIVO INC. Execution Date: Jun. 13, 2005

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: TIVO BRANDS LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 2160 GOLD STREET
ALVISO, CALIFORNIA 95002

Correspondent

Correspondent
Name:

KIMBERLY G. RUSSELL

Correspondent
Address:

333 MARKET STREET
SUITE 3200
SAN FRANCISCO, CA 94105-2150

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

9

Type of Proceeding: Opposition

Proceeding
Number:

91221632 Filing Date: Apr 22, 2015

Status: Pending Status Date: Apr 22, 2015

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Tivoli, LLC

Correspondent
Address:

NICHOLAS D MYERS
MYERS BERSTEIN LLP
4 EXECUTIVE CIR, STE 100
IRVINE CA , 92614-6704
UNITED STATES

Correspondent e-
mail:

timothy@mybelaw.com , nicholas@mybelaw.com , ivan@mybelaw.com , david@mybelaw.com , admin@mybelaw.com , shannon@my

belaw.com

 



Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVOTAPE Opposition Pending 86326210

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

THOMAS M HADID
COOLEY LLP
1299 PENNSYLVANIA AVE NW , STE 700
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

thadid@cooley.com , jpo@cooley.com , peckah@cooley.com , trademarks@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 76359394 2642755

TIVO Registered 77888613 3902808

TIVO Registered 77888610 3821425

TIVO Registered 77888609 3983234

TIVO Registered 86129693 4713517

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO ROAMIO Registered 86068208 4820459

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 22, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 22, 2015 Jun 01, 2015

3 PENDING, INSTITUTED Apr 22, 2015

4 ANSWER Apr 29, 2015

5 CHANGE OF CORRESP ADDRESS Nov 04, 2015

6 STIP FOR EXT Nov 25, 2015

7 EXTENSION OF TIME GRANTED Nov 25, 2015

8 STIP FOR EXT Dec 11, 2015

9 EXTENSION OF TIME GRANTED Dec 11, 2015

10 STIP FOR EXT Mar 17, 2016

11 EXTENSION OF TIME GRANTED Mar 17, 2016

12 STIP FOR EXT Apr 25, 2016

13 EXTENSION OF TIME GRANTED Apr 25, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91215154 Filing Date: Feb 26, 2014

Status: Terminated Status Date: Jun 09, 2014

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: Glory Great Wall (HK) AV-TECH CO., LTD

Correspondent
Address:

BIN LI
LAW OFFICES OF BIN LI AND ASSOCIATES
730 N DIAMOND BAR BLVD
CITY OF INDUSTRY CA , 91765
UNITED STATES

Correspondent e-
mail:

Info@libinlaw.com , usbinli@sbcglobal.net

Associated marks

Mark Application Status
Serial Registration



Number Number

TIV Abandoned - After Inter-Partes Decision 85863495

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW, SUITE 700
WASHINGTON DE , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 26, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 26, 2014 Apr 07, 2014

3 PENDING, INSTITUTED Feb 26, 2014

4 NOTICE OF DEFAULT Apr 22, 2014

5 BD DECISION: SUSTAINED Jun 09, 2014

6 TERMINATED Jun 09, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91214961 Filing Date: Feb 18, 2014

Status: Terminated Status Date: Jun 02, 2014

Interlocutory
Attorney:

CHERYL S GOODMAN

Defendant

Name: Lyra Sound, Inc.

Correspondent
Address:

CLEMENT CHENG
NEWHOPE LAW PC
17220 NEWHOPE ST STE 127
FOUNTAIN VALLEY CA , 92708-4283
UNITED STATES

Correspondent e-
mail:

law@clemcheng.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

KEEVO Abandoned - After Inter-Partes Decision 85868222

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number



TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Renewed 76359394 2642755

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 18, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 18, 2014 Mar 30, 2014

3 PENDING, INSTITUTED Feb 18, 2014

4 NOTICE OF DEFAULT Apr 15, 2014

5 BD DECISION: SUSTAINED Jun 02, 2014

6 TERMINATED Jun 02, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91213043 Filing Date: Oct 16, 2013

Status: Terminated Status Date: Jul 05, 2014

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Livost Technologies, Inc.

Correspondent
Address:

ROGER S THOMPSON
THE LAW OFFICES OF ROGER S THOMPSON
116 PINEHURST AVE , APT D14
NEW YORK NY , 10033 8814
UNITED STATES

Correspondent e-
mail:

roger@thompson-ip.com; rogersthompson1@g

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LIVO Abandoned - After Inter-Partes Decision 85837074

LIVO Abandoned - After Inter-Partes Decision 85836926

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW,
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 16, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 16, 2013 Nov 25, 2013

3 PENDING, INSTITUTED Oct 16, 2013



4 ANSWER Nov 15, 2013

5 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 24, 2014

6 SUSPENDED Jan 24, 2014

7 W/DRAW OF APPLICATION Jun 25, 2014

8 BD DECISION: SUSTAINED Jul 05, 2014

9 TERMINATED Jul 05, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91208479 Filing Date: Dec 17, 2012

Status: Terminated Status Date: Jul 11, 2013

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: TTNET A.S.

Correspondent
Address:

MICHAEL M BALLARD
WORKMAN NYDEGGER
60 EAST SOUTH TEMPLE, SUITE 1000
SALT LAKE CITY UT , 84111
UNITED STATES

Correspondent e-
mail:

mballard@iplawusa.com , lmolloy@iplawusa.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIBU Abandoned - After Inter-Partes Decision 85218517

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
777 6TH STREET NW
WASHINGTON DC , 20001
UNITED STATES

Correspondent e-
mail:

lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 18, 2012 Jan 27, 2013

3 PENDING, INSTITUTED Dec 18, 2012

4 D MOT FOR EXT W/ CONSENT Jan 22, 2013

5 EXTENSION OF TIME GRANTED Jan 22, 2013

6 D MOT FOR EXT W/ CONSENT Feb 25, 2013

7 EXTENSION OF TIME GRANTED Feb 25, 2013

8 D MOT FOR EXT W/ CONSENT Mar 26, 2013

9 EXTENSION OF TIME GRANTED Mar 26, 2013

10 D MOT FOR EXT W/ CONSENT Apr 29, 2013

11 EXTENSION OF TIME GRANTED Apr 29, 2013

12 D MOT FOR EXT W/ CONSENT May 28, 2013

EXTENSION OF TIME GRANTED



13 May 28, 2013

14 D MOT FOR EXT W/ CONSENT Jun 24, 2013

15 EXTENSION OF TIME GRANTED Jun 24, 2013

16 W/DRAW OF APPLICATION Jul 05, 2013

17 BD DECISION: SUSTAINED Jul 11, 2013

18 TERMINATED Jul 11, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91199480 Filing Date: Apr 18, 2011

Status: Terminated Status Date: Mar 08, 2013

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Valups Corp.

Correspondent
Address:

M SCOTT ALPRIN
RABIN & BERDO PC
1101 14TH STREET NW , SUITE 500
WASHINGTON DC , 20005-5633
UNITED STATES

Correspondent e-
mail:

salprin@rabinberdo.com , firm@rabinberdo.com , trademarks@alprinlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIZEN Abandoned - No Statement Of Use Filed 85039047

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
FIVE PALO ALTO SQUARE, 3000 EL CAMINO REAL
PALO ALTO CA , 94306-2155
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 18, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 18, 2011 May 28, 2011

3 PENDING, INSTITUTED Apr 18, 2011

4 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS May 25, 2011

5 SUSPENDED May 26, 2011

6 ANSWER Jun 25, 2011

7 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 15, 2011

8 SUSPENDED Dec 15, 2011

9 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Mar 15, 2012

10 SUSPENDED Mar 15, 2012

11 D MOT FOR EXT W/ CONSENT Jun 12, 2012

12 EXTENSION OF TIME GRANTED Jun 12, 2012

13 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jul 17, 2012

14 SUSPENDED Jul 17, 2012



15 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 15, 2012

16 SUSPENDED Aug 15, 2012

17 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Oct 15, 2012

18 SUSPENDED Oct 16, 2012

19 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Feb 05, 2013

20 SUSPENDED Feb 05, 2013

21 MOT TO AMEND APPLICATION Feb 19, 2013

22 RESPONSE DUE 30 DAYS (DUE DATE) Feb 28, 2013 Mar 30, 2013

23 W/DRAW OF OPPOSITION Mar 07, 2013

24 BD DECISION: DISMISSED W/ PREJ Mar 08, 2013

25 TERMINATED Mar 08, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91197538 Filing Date: Nov 23, 2010

Status: Terminated Status Date: Mar 15, 2011

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Cyber International Technology Corp.

Correspondent
Address:

CYBER INTERNATIONAL TECHNOLOGY CORP.
115 TECHNOLOGY DR UNIT B301
TRUMBULL CT , 06611-6347
UNITED STATES

Correspondent e-
mail:

MDL@CITcorporation.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIA Abandoned - After Inter-Partes Decision 77918708

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

GAVIN L. CHAIRSTON
COOLEY LLP
777 6TH STREET NW, SUITE 1100
WASHINGTON DC , 20001
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , gcharlston@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 23, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 23, 2010 Jan 02, 2011

3 PENDING, INSTITUTED Nov 23, 2010

4 NOTICE OF DEFAULT Jan 25, 2011

5 BOARD'S DECISION: SUSTAINED Mar 15, 2011

6 TERMINATED Mar 15, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91193091 Filing Date: Dec 21, 2009

Status: Terminated Status Date: May 11, 2010



Interlocutory
Attorney:

MICHAEL B ADLIN

Defendant

Name: Xuerong Zhang

Correspondent
Address:

XUERONG ZHANG
650 VAQUEROS AVE STE B
SUNNYVALE CA , 94085-3525
UNITED STATES

Correspondent e-
mail:

jmartin@sflaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVAX Abandoned - After Inter-Partes Decision 77688782

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

Gavin L. Charlston
Cooley Godward Kronish LLP
777 6th Street NW
Washington DC , 20001
UNITED STATES

Correspondent e-
mail:

gcharlston@cooley.com , trademarks@cooley.com , myoung@cooley.com , llewallen@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO, TV YOUR WAY Cancelled - Section 8 78007783 2792734

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 21, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 21, 2009 Jan 30, 2010

3 PENDING, INSTITUTED Dec 21, 2009

4 STIPULATION FOR AN EXTENSION OF TIME Jan 05, 2010

5 EXTENSION OF TIME GRANTED Jan 05, 2010

6 WITHDRAWAL OF APPLICATION May 07, 2010

7 BOARD'S DECISION: SUSTAINED May 11, 2010

8 TERMINATED May 11, 2010

Type of Proceeding: Opposition

Proceeding
Number:

91190989 Filing Date: Jul 10, 2009

Status: Terminated Status Date: Sep 24, 2010

Interlocutory
Attorney:

LINDA M SKORO

Defendant

Name: Polygram Holding, Inc.

Correspondent
Address:

DAVID DONAHUE
FROSS ZELNICK LEHRMAN & ZISSU PC
866 UNITED NATIONS PLAZA
NEW YORK NY , 10017
UNITED STATES

Correspondent e-
mail:

mc@fzlz.com , ddonahue@fzlz.com

Associated marks

Mark Application Status Serial Number
Registration
Number

VEVO Registered 77649247 4478335



Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

ANNE HIARING HOCKING
HIARING + SMITH
101 LUCAS VALLEY ROAD, SUITE 300
SAN RAFAEL CA , 94903
UNITED STATES

Correspondent e-
mail:

Anne@Hiaringsmith.com info@hiaringlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Cancelled - Section 8 75530009 2538482

TIVO CENTRAL Renewed 75774400 2436483

TIVO, TV YOUR WAY Cancelled - Section 8 78007783 2792734

TIVOLUTION Cancelled - Section 8 75774309 2450586

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 10, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 10, 2009 Aug 19, 2009

3 PENDING, INSTITUTED Jul 10, 2009

4 CHANGE OF CORRESPONDENCE ADDRESS Aug 19, 2009

5 ANSWER Aug 19, 2009

6 STIPULATION FOR AN EXTENSION OF TIME Feb 04, 2010

7 EXTENSION OF TIME GRANTED Feb 04, 2010

8 CHANGE OF CORRESPONDENCE ADDRESS Mar 02, 2010

9 STIPULATION FOR AN EXTENSION OF TIME Apr 29, 2010

10 EXTENSION OF TIME GRANTED Apr 29, 2010

11 STIPULATION FOR AN EXTENSION OF TIME Jun 09, 2010

12 EXTENSION OF TIME GRANTED Jun 09, 2010

13 STIPULATION FOR AN EXTENSION OF TIME Jul 01, 2010

14 EXTENSION OF TIME GRANTED Jul 01, 2010

15 STIPULATION FOR AN EXTENSION OF TIME Aug 16, 2010

16 EXTENSION OF TIME GRANTED Aug 16, 2010

17 MOTION TO AMEND APPLICATION Sep 02, 2010

18 RESPONSE DUE 30 DAYS (DUE DATE) Sep 17, 2010 Oct 17, 2010

19 WITHDRAWAL OF OPPOSITION Sep 17, 2010

20 BD'S DECISION: DISMISSED W/ PREJUDICE Sep 24, 2010

21 TERMINATED Sep 24, 2010







 

Mark Information

Mark Literal
Elements:

TIVO

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US

Registrations:

2423757

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Shirts, sweatshirts, t-shirts, jerseys, [ jackets, vests, ] baseball caps, [ and visors ]

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 1998 Use in Commerce: Aug. 1998

For: Plush toys, [ bean bag dolls, bath toys, beach balls, board games, flying discs, hand puppets, head covers for golf clubs, inflatable
toys, sport balls ] and collectable toy figures

International
Class(es):

028 - Primary Class U.S Class(es): 022, 023, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 1998 Use in Commerce: Aug. 1998

For: Retail store services and telephone, [ catalog, mail ] and online ordering services featuring digital video recorders and related
accessories, installation and viewer guides, shirts, sweatshirts, t-shirts, jerseys, [ jackets, vests, ] baseball caps, [ visors, ] plush toys, [
bean bag dolls, bath toys, ] [ beach balls, ] [ board games, flying discs, hand puppets, head covers for golf clubs, inflatable toys, sport
balls, ] collectable toy figures, [ lunch boxes, ] mugs, antenna covers and blankets

International 035 - Primary Class U.S Class(es): 100, 101, 102

Generated on: This page was generated by TSDR on 2016-05-10 14:52:51 EDT

Mark: TIVO

US Serial Number: 76359394 Application Filing
Date:

Jan. 15, 2002

US Registration
Number:

2642755 Registration Date: Oct. 29, 2002

Register: Principal

Mark Type: Trademark, Service Mark

Status: The registration has been renewed.

Status Date: Oct. 15, 2012

Publication Date: Aug. 06, 2002



Class(es):

Class Status: ACTIVE

Basis: 1(a)

First Use: Apr. 13, 2001 Use in Commerce: Apr. 13, 2001

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: TIVO BRANDS LLC

Owner Address: 2160 GOLD STREET
ALVISO, CALIFORNIA 95002
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Anne H. Peck
Cooley LLP
1299 Pennslyvania Avenue NW, Suite 700
Washington, DISTRICT OF COLUMBIA 20004
UNITED STATES

Phone: (650) 843-5000 Fax: 202-842-7899

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Feb. 06, 2014 POST REGISTRATION ACTION MAILED - SEC. 7 75184

Feb. 06, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 75184

Feb. 06, 2014 POST REGISTRATION ACTION MAILED NO RESPONSE REQUIRED 75184

Feb. 06, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 75184

Oct. 15, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Oct. 15, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Oct. 15, 2012 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 75184

Oct. 15, 2012 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 75184

Oct. 09, 2012 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 75184

Sep. 25, 2012 TEAS SECTION 8 & 9 RECEIVED

May 07, 2012 OTQR WITHDRAWAL FROM PUBLICATION 70853

Mar. 07, 2012 SEC 7 REQUEST FILED 75184

Apr. 26, 2012 CERTIFICATE OF CORRECTION ISSUED 75184

Apr. 12, 2012 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 75184



Mar. 07, 2012 TEAS SECTION 7 REQUEST RECEIVED

Mar. 05, 2009 ATTORNEY REVOKED AND/OR APPOINTED

Mar. 05, 2009 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Nov. 15, 2008 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 59807

Oct. 30, 2008 ASSIGNED TO PARALEGAL 59807

Oct. 28, 2008 TEAS SECTION 8 & 15 RECEIVED

Jun. 26, 2008 CASE FILE IN TICRS

Aug. 22, 2007 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Oct. 27, 2005 ATTORNEY REVOKED AND/OR APPOINTED

Oct. 27, 2005 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Oct. 29, 2002 REGISTERED-PRINCIPAL REGISTER

Oct. 04, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 12, 2002 PAPER RECEIVED

Aug. 06, 2002 PUBLISHED FOR OPPOSITION

Jul. 17, 2002 NOTICE OF PUBLICATION

May 10, 2002 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 19, 2002 ASSIGNED TO EXAMINER 74662

Apr. 18, 2002 ASSIGNED TO EXAMINER 76508

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Oct. 29, 2012

Change in
Registration:

Yes

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location: Feb. 06, 2014

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: TiVo Inc.

Assignment 1 of 1

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 3103/0572 Pages: 4

Date Recorded: Jun. 14, 2005

Supporting
Documents:

assignment-tm-3103-0572.pdf 

Assignor

Name: TIVO INC. Execution Date: Jun. 13, 2005

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: TIVO BRANDS LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 2160 GOLD STREET
ALVISO, CALIFORNIA 95002

Correspondent

Correspondent KIMBERLY G. RUSSELL

 



Name:

Correspondent
Address:

333 MARKET STREET
SUITE 3200
SAN FRANCISCO, CA 94105-2150

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

5

Type of Proceeding: Opposition

Proceeding
Number:

91221632 Filing Date: Apr 22, 2015

Status: Pending Status Date: Apr 22, 2015

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Tivoli, LLC

Correspondent
Address:

NICHOLAS D MYERS
MYERS BERSTEIN LLP
4 EXECUTIVE CIR, STE 100
IRVINE CA , 92614-6704
UNITED STATES

Correspondent e-
mail:

timothy@mybelaw.com , nicholas@mybelaw.com , ivan@mybelaw.com , david@mybelaw.com , admin@mybelaw.com , shannon@my

belaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVOTAPE Opposition Pending 86326210

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

THOMAS M HADID
COOLEY LLP
1299 PENNSYLVANIA AVE NW , STE 700
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

thadid@cooley.com , jpo@cooley.com , peckah@cooley.com , trademarks@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 76359394 2642755

TIVO Registered 77888613 3902808

TIVO Registered 77888610 3821425

TIVO Registered 77888609 3983234

TIVO Registered 86129693 4713517

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO ROAMIO Registered 86068208 4820459

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 22, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 22, 2015 Jun 01, 2015

3 PENDING, INSTITUTED Apr 22, 2015

4 ANSWER Apr 29, 2015

5 CHANGE OF CORRESP ADDRESS Nov 04, 2015

 



6 STIP FOR EXT Nov 25, 2015

7 EXTENSION OF TIME GRANTED Nov 25, 2015

8 STIP FOR EXT Dec 11, 2015

9 EXTENSION OF TIME GRANTED Dec 11, 2015

10 STIP FOR EXT Mar 17, 2016

11 EXTENSION OF TIME GRANTED Mar 17, 2016

12 STIP FOR EXT Apr 25, 2016

13 EXTENSION OF TIME GRANTED Apr 25, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91215154 Filing Date: Feb 26, 2014

Status: Terminated Status Date: Jun 09, 2014

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: Glory Great Wall (HK) AV-TECH CO., LTD

Correspondent
Address:

BIN LI
LAW OFFICES OF BIN LI AND ASSOCIATES
730 N DIAMOND BAR BLVD
CITY OF INDUSTRY CA , 91765
UNITED STATES

Correspondent e-
mail:

Info@libinlaw.com , usbinli@sbcglobal.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIV Abandoned - After Inter-Partes Decision 85863495

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW, SUITE 700
WASHINGTON DE , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 26, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 26, 2014 Apr 07, 2014

3 PENDING, INSTITUTED Feb 26, 2014

4 NOTICE OF DEFAULT Apr 22, 2014

5 BD DECISION: SUSTAINED Jun 09, 2014

6 TERMINATED Jun 09, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91214961 Filing Date: Feb 18, 2014

Status: Terminated Status Date: Jun 02, 2014



Interlocutory
Attorney:

CHERYL S GOODMAN

Defendant

Name: Lyra Sound, Inc.

Correspondent
Address:

CLEMENT CHENG
NEWHOPE LAW PC
17220 NEWHOPE ST STE 127
FOUNTAIN VALLEY CA , 92708-4283
UNITED STATES

Correspondent e-
mail:

law@clemcheng.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

KEEVO Abandoned - After Inter-Partes Decision 85868222

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Renewed 76359394 2642755

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 18, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 18, 2014 Mar 30, 2014

3 PENDING, INSTITUTED Feb 18, 2014

4 NOTICE OF DEFAULT Apr 15, 2014

5 BD DECISION: SUSTAINED Jun 02, 2014

6 TERMINATED Jun 02, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91213043 Filing Date: Oct 16, 2013

Status: Terminated Status Date: Jul 05, 2014

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Livost Technologies, Inc.

Correspondent
Address:

ROGER S THOMPSON
THE LAW OFFICES OF ROGER S THOMPSON
116 PINEHURST AVE , APT D14
NEW YORK NY , 10033 8814
UNITED STATES

Correspondent e-
mail:

roger@thompson-ip.com; rogersthompson1@g

Associated marks

Mark Application Status
Serial
Number

Registration
Number



LIVO Abandoned - After Inter-Partes Decision 85837074

LIVO Abandoned - After Inter-Partes Decision 85836926

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW,
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 16, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 16, 2013 Nov 25, 2013

3 PENDING, INSTITUTED Oct 16, 2013

4 ANSWER Nov 15, 2013

5 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 24, 2014

6 SUSPENDED Jan 24, 2014

7 W/DRAW OF APPLICATION Jun 25, 2014

8 BD DECISION: SUSTAINED Jul 05, 2014

9 TERMINATED Jul 05, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91208479 Filing Date: Dec 17, 2012

Status: Terminated Status Date: Jul 11, 2013

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: TTNET A.S.

Correspondent
Address:

MICHAEL M BALLARD
WORKMAN NYDEGGER
60 EAST SOUTH TEMPLE, SUITE 1000
SALT LAKE CITY UT , 84111
UNITED STATES

Correspondent e-
mail:

mballard@iplawusa.com , lmolloy@iplawusa.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIBU Abandoned - After Inter-Partes Decision 85218517

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
777 6TH STREET NW
WASHINGTON DC , 20001
UNITED STATES

Correspondent e-
mail:

lmayall@cooley.com



Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 18, 2012 Jan 27, 2013

3 PENDING, INSTITUTED Dec 18, 2012

4 D MOT FOR EXT W/ CONSENT Jan 22, 2013

5 EXTENSION OF TIME GRANTED Jan 22, 2013

6 D MOT FOR EXT W/ CONSENT Feb 25, 2013

7 EXTENSION OF TIME GRANTED Feb 25, 2013

8 D MOT FOR EXT W/ CONSENT Mar 26, 2013

9 EXTENSION OF TIME GRANTED Mar 26, 2013

10 D MOT FOR EXT W/ CONSENT Apr 29, 2013

11 EXTENSION OF TIME GRANTED Apr 29, 2013

12 D MOT FOR EXT W/ CONSENT May 28, 2013

13 EXTENSION OF TIME GRANTED May 28, 2013

14 D MOT FOR EXT W/ CONSENT Jun 24, 2013

15 EXTENSION OF TIME GRANTED Jun 24, 2013

16 W/DRAW OF APPLICATION Jul 05, 2013

17 BD DECISION: SUSTAINED Jul 11, 2013

18 TERMINATED Jul 11, 2013







 

Mark Information

Mark Literal
Elements:

TIVO

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the word "TIVO" in a stylized font, underneath which is an arc shape. The entire design is enclosed in a circle.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

02.11.16 - Faces, smiley; Smiley faces
26.01.17 - Two concentric circles; Circles, two concentric; Concentric circles, two
26.01.21 - Circles that are totally or partially shaded.
26.17.09 - Lines, curved; Bars, curved; Bands, curved; Curved line(s), band(s) or bar(s)
27.01.01 - Numbers forming human beings; Punctuation forming human beings; Humans composed of letters or numerals; Letters
forming human beings

Related Properties Information

Claimed Ownership
of US

Registrations:

2538482, 2744747, 2792734 and others

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: entertainment services, namely, providing personalized television programming, interactive television programming, and entertainment
information in the nature of an online guide to personalized and interactive television programming; entertainment services, namely,
providing on-line computer games

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

Generated on: This page was generated by TSDR on 2016-05-10 14:53:14 EDT

Mark: TIVO

US Serial Number: 77616084 Application Filing
Date:

Nov. 17, 2008

US Registration
Number:

3650220 Registration Date: Jul. 07, 2009

Register: Principal

Mark Type: Service Mark

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Aug. 03, 2015

Publication Date: Apr. 21, 2009



First Use: Mar. 1999 Use in Commerce: Mar. 1999

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: TiVo Brands LLC

Owner Address: 2160 Gold Street
Alviso, CALIFORNIA 95002
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Anne H. Peck
Cooley LLP
1299 Pennslyvania Avenue NW, Suite 700
Washington, DISTRICT OF COLUMBIA 20004
UNITED STATES

Phone: (650) 843-5000 Fax: (650) 849-7400

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 03, 2015 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Aug. 03, 2015 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 69471

Aug. 03, 2015 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 69471

Jul. 07, 2015 TEAS SECTION 8 & 15 RECEIVED

Oct. 15, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jan. 12, 2010 REVIEW OF CORRESPONDENCE COMPLETE 76293

Jan. 11, 2010 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76293

Jul. 21, 2009 PAPER RECEIVED

Jul. 07, 2009 REGISTERED-PRINCIPAL REGISTER

Apr. 21, 2009 PUBLISHED FOR OPPOSITION

Apr. 01, 2009 NOTICE OF PUBLICATION

Mar. 13, 2009 LAW OFFICE PUBLICATION REVIEW COMPLETED 77075

Mar. 13, 2009 ASSIGNED TO LIE 77075

Mar. 13, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 12, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Mar. 12, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Mar. 12, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Mar. 05, 2009 ATTORNEY REVOKED AND/OR APPOINTED



Mar. 05, 2009 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Feb. 14, 2009 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Feb. 14, 2009 NON-FINAL ACTION E-MAILED 6325

Feb. 14, 2009 NON-FINAL ACTION WRITTEN 72508

Feb. 14, 2009 ASSIGNED TO EXAMINER 72508

Nov. 21, 2008 NOTICE OF DESIGN SEARCH CODE MAILED

Nov. 20, 2008 NEW APPLICATION ENTERED IN TRAM

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 115 Date in Location: Aug. 03, 2015

Proceedings

Summary

Number of
Proceedings:

5

Type of Proceeding: Opposition

Proceeding
Number:

91215154 Filing Date: Feb 26, 2014

Status: Terminated Status Date: Jun 09, 2014

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: Glory Great Wall (HK) AV-TECH CO., LTD

Correspondent
Address:

BIN LI
LAW OFFICES OF BIN LI AND ASSOCIATES
730 N DIAMOND BAR BLVD
CITY OF INDUSTRY CA , 91765
UNITED STATES

Correspondent e-
mail:

Info@libinlaw.com , usbinli@sbcglobal.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIV Abandoned - After Inter-Partes Decision 85863495

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW, SUITE 700
WASHINGTON DE , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

 



TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 26, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 26, 2014 Apr 07, 2014

3 PENDING, INSTITUTED Feb 26, 2014

4 NOTICE OF DEFAULT Apr 22, 2014

5 BD DECISION: SUSTAINED Jun 09, 2014

6 TERMINATED Jun 09, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91214961 Filing Date: Feb 18, 2014

Status: Terminated Status Date: Jun 02, 2014

Interlocutory
Attorney:

CHERYL S GOODMAN

Defendant

Name: Lyra Sound, Inc.

Correspondent
Address:

CLEMENT CHENG
NEWHOPE LAW PC
17220 NEWHOPE ST STE 127
FOUNTAIN VALLEY CA , 92708-4283
UNITED STATES

Correspondent e-
mail:

law@clemcheng.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

KEEVO Abandoned - After Inter-Partes Decision 85868222

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Renewed 76359394 2642755

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 18, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 18, 2014 Mar 30, 2014

3 PENDING, INSTITUTED Feb 18, 2014

4 NOTICE OF DEFAULT Apr 15, 2014

5 BD DECISION: SUSTAINED Jun 02, 2014

6 TERMINATED Jun 02, 2014

Type of Proceeding: Opposition



Proceeding
Number:

91213043 Filing Date: Oct 16, 2013

Status: Terminated Status Date: Jul 05, 2014

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Livost Technologies, Inc.

Correspondent
Address:

ROGER S THOMPSON
THE LAW OFFICES OF ROGER S THOMPSON
116 PINEHURST AVE , APT D14
NEW YORK NY , 10033 8814
UNITED STATES

Correspondent e-
mail:

roger@thompson-ip.com; rogersthompson1@g

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LIVO Abandoned - After Inter-Partes Decision 85837074

LIVO Abandoned - After Inter-Partes Decision 85836926

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW,
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 16, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 16, 2013 Nov 25, 2013

3 PENDING, INSTITUTED Oct 16, 2013

4 ANSWER Nov 15, 2013

5 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 24, 2014

6 SUSPENDED Jan 24, 2014

7 W/DRAW OF APPLICATION Jun 25, 2014

8 BD DECISION: SUSTAINED Jul 05, 2014

9 TERMINATED Jul 05, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91208479 Filing Date: Dec 17, 2012

Status: Terminated Status Date: Jul 11, 2013

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: TTNET A.S.

Correspondent
Address:

MICHAEL M BALLARD
WORKMAN NYDEGGER



60 EAST SOUTH TEMPLE, SUITE 1000
SALT LAKE CITY UT , 84111
UNITED STATES

Correspondent e-
mail:

mballard@iplawusa.com , lmolloy@iplawusa.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIBU Abandoned - After Inter-Partes Decision 85218517

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
777 6TH STREET NW
WASHINGTON DC , 20001
UNITED STATES

Correspondent e-
mail:

lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 18, 2012 Jan 27, 2013

3 PENDING, INSTITUTED Dec 18, 2012

4 D MOT FOR EXT W/ CONSENT Jan 22, 2013

5 EXTENSION OF TIME GRANTED Jan 22, 2013

6 D MOT FOR EXT W/ CONSENT Feb 25, 2013

7 EXTENSION OF TIME GRANTED Feb 25, 2013

8 D MOT FOR EXT W/ CONSENT Mar 26, 2013

9 EXTENSION OF TIME GRANTED Mar 26, 2013

10 D MOT FOR EXT W/ CONSENT Apr 29, 2013

11 EXTENSION OF TIME GRANTED Apr 29, 2013

12 D MOT FOR EXT W/ CONSENT May 28, 2013

13 EXTENSION OF TIME GRANTED May 28, 2013

14 D MOT FOR EXT W/ CONSENT Jun 24, 2013

15 EXTENSION OF TIME GRANTED Jun 24, 2013

16 W/DRAW OF APPLICATION Jul 05, 2013

17 BD DECISION: SUSTAINED Jul 11, 2013

18 TERMINATED Jul 11, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91199480 Filing Date: Apr 18, 2011

Status: Terminated Status Date: Mar 08, 2013

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Valups Corp.

Correspondent
Address:

M SCOTT ALPRIN
RABIN & BERDO PC
1101 14TH STREET NW , SUITE 500



WASHINGTON DC , 20005-5633
UNITED STATES

Correspondent e-
mail:

salprin@rabinberdo.com , firm@rabinberdo.com , trademarks@alprinlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIZEN Abandoned - No Statement Of Use Filed 85039047

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
FIVE PALO ALTO SQUARE, 3000 EL CAMINO REAL
PALO ALTO CA , 94306-2155
UNITED STATES

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 18, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 18, 2011 May 28, 2011

3 PENDING, INSTITUTED Apr 18, 2011

4 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS May 25, 2011

5 SUSPENDED May 26, 2011

6 ANSWER Jun 25, 2011

7 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 15, 2011

8 SUSPENDED Dec 15, 2011

9 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Mar 15, 2012

10 SUSPENDED Mar 15, 2012

11 D MOT FOR EXT W/ CONSENT Jun 12, 2012

12 EXTENSION OF TIME GRANTED Jun 12, 2012

13 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jul 17, 2012

14 SUSPENDED Jul 17, 2012

15 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 15, 2012

16 SUSPENDED Aug 15, 2012

17 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Oct 15, 2012

18 SUSPENDED Oct 16, 2012

19 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Feb 05, 2013

20 SUSPENDED Feb 05, 2013

21 MOT TO AMEND APPLICATION Feb 19, 2013

22 RESPONSE DUE 30 DAYS (DUE DATE) Feb 28, 2013 Mar 30, 2013

23 W/DRAW OF OPPOSITION Mar 07, 2013

24 BD DECISION: DISMISSED W/ PREJ Mar 08, 2013

25 TERMINATED Mar 08, 2013





 

Mark Information

Mark Literal
Elements:

TIVO

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Television broadcasting services; Transmission of network and satellite television programming; Digital and electronic transmission of
voice, data, sound, music, graphics, images, audio, video, information, and messages

International
Class(es):

038 - Primary Class U.S Class(es): 100, 101, 104

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 1999 Use in Commerce: Mar. 1999

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: TiVo Brands LLC

Generated on: This page was generated by TSDR on 2016-05-10 14:53:30 EDT

Mark: TIVO

US Serial Number: 77888610 Application Filing
Date:

Dec. 08, 2009

US Registration
Number:

3821425 Registration Date: Jul. 20, 2010

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jul. 20, 2010

Publication Date: May 04, 2010



Owner Address: 2160 Gold Street
Alviso, CALIFORNIA UNITED STATES 95002

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Anne H. Peck
Cooley LLP
1299 Pennslyvania Avenue NW, Suite 700
Washington, DISTRICT OF COLUMBIA UNITED STATES 20004

Phone: (650) 843-5000 Fax: 202-842-7899

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jul. 20, 2015 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Oct. 15, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jul. 20, 2010 REGISTERED-PRINCIPAL REGISTER

May 04, 2010 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

May 04, 2010 PUBLISHED FOR OPPOSITION

Mar. 27, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 76243

Mar. 27, 2010 ASSIGNED TO LIE 76243

Mar. 11, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 10, 2010 ASSIGNED TO EXAMINER 76733

Dec. 12, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Dec. 11, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jul. 20, 2010

Proceedings

Summary

Number of
Proceedings:

7

Type of Proceeding: Opposition

Proceeding
Number:

91221632 Filing Date: Apr 22, 2015

Status: Pending Status Date: Apr 22, 2015

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Tivoli, LLC

Correspondent
Address:

NICHOLAS D MYERS
MYERS BERSTEIN LLP
4 EXECUTIVE CIR, STE 100
IRVINE CA UNITED STATES , 92614-6704

 



Correspondent e-
mail:

timothy@mybelaw.com , nicholas@mybelaw.com , ivan@mybelaw.com , david@mybelaw.com , admin@mybelaw.com , shannon@my

belaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVOTAPE Opposition Pending 86326210

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

THOMAS M HADID
COOLEY LLP
1299 PENNSYLVANIA AVE NW , STE 700
WASHINGTON DC UNITED STATES , 20004

Correspondent e-
mail:

thadid@cooley.com , jpo@cooley.com , peckah@cooley.com , trademarks@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 76359394 2642755

TIVO Registered 77888613 3902808

TIVO Registered 77888610 3821425

TIVO Registered 77888609 3983234

TIVO Registered 86129693 4713517

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO ROAMIO Registered 86068208 4820459

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 22, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 22, 2015 Jun 01, 2015

3 PENDING, INSTITUTED Apr 22, 2015

4 ANSWER Apr 29, 2015

5 CHANGE OF CORRESP ADDRESS Nov 04, 2015

6 STIP FOR EXT Nov 25, 2015

7 EXTENSION OF TIME GRANTED Nov 25, 2015

8 STIP FOR EXT Dec 11, 2015

9 EXTENSION OF TIME GRANTED Dec 11, 2015

10 STIP FOR EXT Mar 17, 2016

11 EXTENSION OF TIME GRANTED Mar 17, 2016

12 STIP FOR EXT Apr 25, 2016

13 EXTENSION OF TIME GRANTED Apr 25, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91215154 Filing Date: Feb 26, 2014

Status: Terminated Status Date: Jun 09, 2014

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: Glory Great Wall (HK) AV-TECH CO., LTD

Correspondent
Address:

BIN LI
LAW OFFICES OF BIN LI AND ASSOCIATES
730 N DIAMOND BAR BLVD
CITY OF INDUSTRY CA UNITED STATES , 91765

Correspondent e-
mail:

Info@libinlaw.com , usbinli@sbcglobal.net

Associated marks

Mark Application Status
Serial Registration



Number Number

TIV Abandoned - After Inter-Partes Decision 85863495

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW, SUITE 700
WASHINGTON DE UNITED STATES , 20004

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 26, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 26, 2014 Apr 07, 2014

3 PENDING, INSTITUTED Feb 26, 2014

4 NOTICE OF DEFAULT Apr 22, 2014

5 BD DECISION: SUSTAINED Jun 09, 2014

6 TERMINATED Jun 09, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91214961 Filing Date: Feb 18, 2014

Status: Terminated Status Date: Jun 02, 2014

Interlocutory
Attorney:

CHERYL S GOODMAN

Defendant

Name: Lyra Sound, Inc.

Correspondent
Address:

CLEMENT CHENG
NEWHOPE LAW PC
17220 NEWHOPE ST STE 127
FOUNTAIN VALLEY CA UNITED STATES , 92708-4283

Correspondent e-
mail:

law@clemcheng.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

KEEVO Abandoned - After Inter-Partes Decision 85868222

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW
WASHINGTON DC UNITED STATES , 20004

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471



TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Renewed 76359394 2642755

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 18, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 18, 2014 Mar 30, 2014

3 PENDING, INSTITUTED Feb 18, 2014

4 NOTICE OF DEFAULT Apr 15, 2014

5 BD DECISION: SUSTAINED Jun 02, 2014

6 TERMINATED Jun 02, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91213043 Filing Date: Oct 16, 2013

Status: Terminated Status Date: Jul 05, 2014

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Livost Technologies, Inc.

Correspondent
Address:

ROGER S THOMPSON
THE LAW OFFICES OF ROGER S THOMPSON
116 PINEHURST AVE , APT D14
NEW YORK NY UNITED STATES , 10033 8814

Correspondent e-
mail:

roger@thompson-ip.com; rogersthompson1@g

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LIVO Abandoned - After Inter-Partes Decision 85837074

LIVO Abandoned - After Inter-Partes Decision 85836926

Plaintiff(s)

Name: TiVo Brands, LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
1299 PENNSYLVANIA AVE NW,
WASHINGTON DC UNITED STATES , 20004

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 16, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 16, 2013 Nov 25, 2013

3 PENDING, INSTITUTED Oct 16, 2013

4 ANSWER Nov 15, 2013

5 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 24, 2014

6 SUSPENDED Jan 24, 2014



7 W/DRAW OF APPLICATION Jun 25, 2014

8 BD DECISION: SUSTAINED Jul 05, 2014

9 TERMINATED Jul 05, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91208479 Filing Date: Dec 17, 2012

Status: Terminated Status Date: Jul 11, 2013

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: TTNET A.S.

Correspondent
Address:

MICHAEL M BALLARD
WORKMAN NYDEGGER
60 EAST SOUTH TEMPLE, SUITE 1000
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-
mail:

mballard@iplawusa.com , lmolloy@iplawusa.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIBU Abandoned - After Inter-Partes Decision 85218517

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
777 6TH STREET NW
WASHINGTON DC UNITED STATES , 20001

Correspondent e-
mail:

lmayall@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

TIVO Renewed 76359394 2642755

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 18, 2012 Jan 27, 2013

3 PENDING, INSTITUTED Dec 18, 2012

4 D MOT FOR EXT W/ CONSENT Jan 22, 2013

5 EXTENSION OF TIME GRANTED Jan 22, 2013

6 D MOT FOR EXT W/ CONSENT Feb 25, 2013

7 EXTENSION OF TIME GRANTED Feb 25, 2013

8 D MOT FOR EXT W/ CONSENT Mar 26, 2013

9 EXTENSION OF TIME GRANTED Mar 26, 2013

10 D MOT FOR EXT W/ CONSENT Apr 29, 2013

11 EXTENSION OF TIME GRANTED Apr 29, 2013

12 D MOT FOR EXT W/ CONSENT May 28, 2013

13 EXTENSION OF TIME GRANTED May 28, 2013

14 D MOT FOR EXT W/ CONSENT Jun 24, 2013

15 EXTENSION OF TIME GRANTED Jun 24, 2013

16 W/DRAW OF APPLICATION Jul 05, 2013

17 BD DECISION: SUSTAINED Jul 11, 2013



18 TERMINATED Jul 11, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91199480 Filing Date: Apr 18, 2011

Status: Terminated Status Date: Mar 08, 2013

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Valups Corp.

Correspondent
Address:

M SCOTT ALPRIN
RABIN & BERDO PC
1101 14TH STREET NW , SUITE 500
WASHINGTON DC UNITED STATES , 20005-5633

Correspondent e-
mail:

salprin@rabinberdo.com , firm@rabinberdo.com , trademarks@alprinlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIZEN Abandoned - No Statement Of Use Filed 85039047

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

LORI F MAYALL
COOLEY LLP
FIVE PALO ALTO SQUARE, 3000 EL CAMINO REAL
PALO ALTO CA UNITED STATES , 94306-2155

Correspondent e-
mail:

trademarks@cooley.com , lmayall@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO Section 8 and 15 - Accepted and Acknowledged 77616084 3650220

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 18, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 18, 2011 May 28, 2011

3 PENDING, INSTITUTED Apr 18, 2011

4 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS May 25, 2011

5 SUSPENDED May 26, 2011

6 ANSWER Jun 25, 2011

7 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 15, 2011

8 SUSPENDED Dec 15, 2011

9 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Mar 15, 2012

10 SUSPENDED Mar 15, 2012

11 D MOT FOR EXT W/ CONSENT Jun 12, 2012

12 EXTENSION OF TIME GRANTED Jun 12, 2012

13 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jul 17, 2012

14 SUSPENDED Jul 17, 2012

15 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 15, 2012

16 SUSPENDED Aug 15, 2012

17 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Oct 15, 2012

18 SUSPENDED Oct 16, 2012

19 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Feb 05, 2013

20 SUSPENDED Feb 05, 2013



21 MOT TO AMEND APPLICATION Feb 19, 2013

22 RESPONSE DUE 30 DAYS (DUE DATE) Feb 28, 2013 Mar 30, 2013

23 W/DRAW OF OPPOSITION Mar 07, 2013

24 BD DECISION: DISMISSED W/ PREJ Mar 08, 2013

25 TERMINATED Mar 08, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91197538 Filing Date: Nov 23, 2010

Status: Terminated Status Date: Mar 15, 2011

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Cyber International Technology Corp.

Correspondent
Address:

CYBER INTERNATIONAL TECHNOLOGY CORP.
115 TECHNOLOGY DR UNIT B301
TRUMBULL CT UNITED STATES , 06611-6347

Correspondent e-
mail:

MDL@CITcorporation.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVIA Abandoned - After Inter-Partes Decision 77918708

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

GAVIN L. CHAIRSTON
COOLEY LLP
777 6TH STREET NW, SUITE 1100
WASHINGTON DC UNITED STATES , 20001

Correspondent e-
mail:

trademarks@cooley.com , gcharlston@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO Registered 77888610 3821425

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 23, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 23, 2010 Jan 02, 2011

3 PENDING, INSTITUTED Nov 23, 2010

4 NOTICE OF DEFAULT Jan 25, 2011

5 BOARD'S DECISION: SUSTAINED Mar 15, 2011

6 TERMINATED Mar 15, 2011





 

Mark Information

Mark Literal
Elements:

TIVO

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

2423757, 2436483, 2538482 and others

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Advertising services

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 1999 Use in Commerce: Mar. 1999

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2016-05-10 14:53:53 EDT

Mark: TIVO

US Serial Number: 77888613 Application Filing
Date:

Dec. 08, 2009

US Registration
Number:

3902808 Registration Date: Jan. 11, 2011

Filed as TEAS
Plus:

Yes Currently TEAS
Plus:

Yes

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jan. 11, 2011

Publication Date: Oct. 26, 2010



Owner Name: TiVo Brands LLC

Owner Address: 2160 Gold Street
Alviso, CALIFORNIA 95002
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Anne H. Peck
Cooley LLP
1299 Pennslyvania Avenue NW, Suite 700
Washington, DISTRICT OF COLUMBIA 20004
UNITED STATES

Phone: (650) 843-5000 Fax: 202-842-7899

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jan. 11, 2016 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Oct. 15, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jan. 11, 2011 REGISTERED-PRINCIPAL REGISTER

Oct. 26, 2010 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Oct. 26, 2010 PUBLISHED FOR OPPOSITION

Sep. 17, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 73787

Sep. 17, 2010 ASSIGNED TO LIE 73787

Sep. 09, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 09, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Sep. 09, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Sep. 09, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Mar. 12, 2010 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Mar. 12, 2010 NON-FINAL ACTION E-MAILED 6325

Mar. 12, 2010 NON-FINAL ACTION WRITTEN 76733

Mar. 10, 2010 ASSIGNED TO EXAMINER 76733

Dec. 12, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Dec. 11, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jan. 11, 2011

Proceedings

Summary

Number of
Proceedings:

1

Type of Proceeding: Opposition

Proceeding 91221632 Filing Date: Apr 22, 2015

 



Number:

Status: Pending Status Date: Apr 22, 2015

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Tivoli, LLC

Correspondent
Address:

NICHOLAS D MYERS
MYERS BERSTEIN LLP
4 EXECUTIVE CIR, STE 100
IRVINE CA , 92614-6704
UNITED STATES

Correspondent e-
mail:

timothy@mybelaw.com , nicholas@mybelaw.com , ivan@mybelaw.com , david@mybelaw.com , admin@mybelaw.com , shannon@my

belaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVOTAPE Opposition Pending 86326210

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

THOMAS M HADID
COOLEY LLP
1299 PENNSYLVANIA AVE NW , STE 700
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

thadid@cooley.com , jpo@cooley.com , peckah@cooley.com , trademarks@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 76359394 2642755

TIVO Registered 77888613 3902808

TIVO Registered 77888610 3821425

TIVO Registered 77888609 3983234

TIVO Registered 86129693 4713517

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO ROAMIO Registered 86068208 4820459

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 22, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 22, 2015 Jun 01, 2015

3 PENDING, INSTITUTED Apr 22, 2015

4 ANSWER Apr 29, 2015

5 CHANGE OF CORRESP ADDRESS Nov 04, 2015

6 STIP FOR EXT Nov 25, 2015

7 EXTENSION OF TIME GRANTED Nov 25, 2015

8 STIP FOR EXT Dec 11, 2015

9 EXTENSION OF TIME GRANTED Dec 11, 2015

10 STIP FOR EXT Mar 17, 2016

11 EXTENSION OF TIME GRANTED Mar 17, 2016

12 STIP FOR EXT Apr 25, 2016

13 EXTENSION OF TIME GRANTED Apr 25, 2016





 

Mark Information

Mark Literal
Elements:

TIVO

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

2423757, 2436483, 2538482 and others

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Provision of customized entertainment, education and entertainment information in the nature of radio and television programming and
distribution of radio programs, television programs and movies for others; entertainment services, namely, providing a web site
featuring non-downloadable musical performances, musical videos, television programs, and movies; entertainment and education
services, namely, provision of an interactive guide for searching, selecting, and managing radio, television, movies, videos, music,
games, images and multimedia content

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 1999 Use in Commerce: Mar. 1999

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Generated on: This page was generated by TSDR on 2016-05-10 14:54:10 EDT

Mark: TIVO

US Serial Number: 77888609 Application Filing
Date:

Dec. 08, 2009

US Registration
Number:

3983234 Registration Date: Jun. 28, 2011

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jun. 28, 2011

Publication Date: Apr. 12, 2011



Current Owner(s) Information

Owner Name: TiVo Brands LLC

Owner Address: 2160 Gold Street
Alviso, CALIFORNIA 95002
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Anne H. Peck
Cooley LLP
1299 Pennslyvania Avenue NW, Suite 700
Washington, DISTRICT OF COLUMBIA 20004
UNITED STATES

Phone: (650) 843-5000 Fax: 202-842-7899

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Oct. 15, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jun. 28, 2011 REGISTERED-PRINCIPAL REGISTER

Apr. 12, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Apr. 12, 2011 PUBLISHED FOR OPPOSITION

Mar. 09, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 66213

Mar. 09, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 09, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 66213

Mar. 09, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 66213

Mar. 02, 2011 ASSIGNED TO LIE 66213

Feb. 22, 2011 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Aug. 20, 2010 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Aug. 20, 2010 NON-FINAL ACTION E-MAILED 6325

Aug. 20, 2010 NON-FINAL ACTION WRITTEN 76733

Aug. 18, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Aug. 17, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Aug. 17, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Mar. 12, 2010 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Mar. 12, 2010 NON-FINAL ACTION E-MAILED 6325

Mar. 12, 2010 NON-FINAL ACTION WRITTEN 76733

Mar. 10, 2010 ASSIGNED TO EXAMINER 76733

Dec. 12, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Dec. 11, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jun. 28, 2011



Proceedings

Summary

Number of
Proceedings:

1

Type of Proceeding: Opposition

Proceeding
Number:

91221632 Filing Date: Apr 22, 2015

Status: Pending Status Date: Apr 22, 2015

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Tivoli, LLC

Correspondent
Address:

NICHOLAS D MYERS
MYERS BERSTEIN LLP
4 EXECUTIVE CIR, STE 100
IRVINE CA , 92614-6704
UNITED STATES

Correspondent e-
mail:

timothy@mybelaw.com , nicholas@mybelaw.com , ivan@mybelaw.com , david@mybelaw.com , admin@mybelaw.com , shannon@my

belaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVOTAPE Opposition Pending 86326210

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

THOMAS M HADID
COOLEY LLP
1299 PENNSYLVANIA AVE NW , STE 700
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

thadid@cooley.com , jpo@cooley.com , peckah@cooley.com , trademarks@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 76359394 2642755

TIVO Registered 77888613 3902808

TIVO Registered 77888610 3821425

TIVO Registered 77888609 3983234

TIVO Registered 86129693 4713517

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO ROAMIO Registered 86068208 4820459

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 22, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 22, 2015 Jun 01, 2015

3 PENDING, INSTITUTED Apr 22, 2015

4 ANSWER Apr 29, 2015

5 CHANGE OF CORRESP ADDRESS Nov 04, 2015

6 STIP FOR EXT Nov 25, 2015

7 EXTENSION OF TIME GRANTED Nov 25, 2015

8 STIP FOR EXT Dec 11, 2015

9 EXTENSION OF TIME GRANTED Dec 11, 2015

10 STIP FOR EXT Mar 17, 2016

 



11 EXTENSION OF TIME GRANTED Mar 17, 2016

12 STIP FOR EXT Apr 25, 2016

13 EXTENSION OF TIME GRANTED Apr 25, 2016





 

Mark Information

Mark Literal
Elements:

TIVO

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

2423757, 2566471, 2642755 and others

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Market research services; advertising research services; consumer purchase and behavior research services; media research
services, namely, providing an Internet-based database in the field of consumer audience viewership, advertising sales effectiveness,
and selection of media to optimize sales results

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Jul. 18, 2012 Use in Commerce: Jul. 18, 2012

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2016-05-10 14:54:22 EDT

Mark: TIVO

US Serial Number: 86129693 Application Filing
Date:

Nov. 26, 2013

US Registration
Number:

4713517 Registration Date: Mar. 31, 2015

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Mar. 31, 2015

Publication Date: Apr. 22, 2014 Notice of
Allowance Date:

Jun. 17, 2014



Owner Name: TiVo Brands LLC

Owner Address: 2160 Gold Street
Alviso, CALIFORNIA 95002
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

ANNE H. PECK
COOLEY LLP
1299 PENNSYLVANIA AVE NW STE 700
WASHINGTON, DISTRICT OF COLUMBIA 20004-2431
UNITED STATES

Phone: (650) 843-5000 Fax: (650) 849-7400

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Mar. 31, 2015 REGISTERED-PRINCIPAL REGISTER

Feb. 21, 2015 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Feb. 20, 2015 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jan. 31, 2015 STATEMENT OF USE PROCESSING COMPLETE 61813

Dec. 17, 2014 USE AMENDMENT FILED 61813

Jan. 29, 2015 CASE ASSIGNED TO INTENT TO USE PARALEGAL 61813

Dec. 17, 2014 TEAS STATEMENT OF USE RECEIVED

Jun. 17, 2014 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Apr. 22, 2014 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Apr. 22, 2014 PUBLISHED FOR OPPOSITION

Apr. 02, 2014 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Mar. 11, 2014 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 11, 2014 ASSIGNED TO EXAMINER 76502

Dec. 11, 2013 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Nov. 29, 2013 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Feb. 20, 2015

Proceedings

Summary

Number of
Proceedings:

1

Type of Proceeding: Opposition

Proceeding
Number:

91221632 Filing Date: Apr 22, 2015

Status: Pending Status Date: Apr 22, 2015

 



Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Tivoli, LLC

Correspondent
Address:

NICHOLAS D MYERS
MYERS BERSTEIN LLP
4 EXECUTIVE CIR, STE 100
IRVINE CA , 92614-6704
UNITED STATES

Correspondent e-
mail:

timothy@mybelaw.com , nicholas@mybelaw.com , ivan@mybelaw.com , david@mybelaw.com , admin@mybelaw.com , shannon@my

belaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVOTAPE Opposition Pending 86326210

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

THOMAS M HADID
COOLEY LLP
1299 PENNSYLVANIA AVE NW , STE 700
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-
mail:

thadid@cooley.com , jpo@cooley.com , peckah@cooley.com , trademarks@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 76359394 2642755

TIVO Registered 77888613 3902808

TIVO Registered 77888610 3821425

TIVO Registered 77888609 3983234

TIVO Registered 86129693 4713517

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO ROAMIO Registered 86068208 4820459

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 22, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 22, 2015 Jun 01, 2015

3 PENDING, INSTITUTED Apr 22, 2015

4 ANSWER Apr 29, 2015

5 CHANGE OF CORRESP ADDRESS Nov 04, 2015

6 STIP FOR EXT Nov 25, 2015

7 EXTENSION OF TIME GRANTED Nov 25, 2015

8 STIP FOR EXT Dec 11, 2015

9 EXTENSION OF TIME GRANTED Dec 11, 2015

10 STIP FOR EXT Mar 17, 2016

11 EXTENSION OF TIME GRANTED Mar 17, 2016

12 STIP FOR EXT Apr 25, 2016

13 EXTENSION OF TIME GRANTED Apr 25, 2016







 

Mark Information

Mark Literal
Elements:

TIVO ROAMIO

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

2423757, 2566471, 2642755 and others

Foreign Information

Priority Claimed: Yes

Foreign
Application

Number:

86068208 Foreign
Application Filing

Date:

Mar. 22, 2013

Foreign
Application/Registration

Country:

TONGA

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Computer hardware; computer software for use in allowing individual consumers to select, record, view, stream, manage and store a
range of multimedia content, namely, television programming, video on-demand programming, music programming, and voice, data,
sound, music, graphics, images, audio, video, information, and message content available on the internet or transmitted between
users; computer peripherals; remote controls for apparatus for receiving, transmitting, storing and managing audio, video and other
digital media; apparatus for receiving, transmitting, storing and managing audio, video and other digital media; software for use with
apparatus for receiving, transmitting, storing and managing audio, video and other digital media; digital video recorders; parts and
fittings for use with all the aforesaid goods; manuals sold as a unit with all the aforesaid goods; downloadable music; downloadable
films and television programs featuring music, text, video, games, comedy, drama, action, adventure, animation, or matters of general
interest provided via a video-on-demand service

Generated on: This page was generated by TSDR on 2016-05-10 14:54:39 EDT

Mark: TIVO ROAMIO

US Serial Number: 86068208 Application Filing
Date:

Sep. 18, 2013

US Registration
Number:

4820459 Registration Date: Sep. 29, 2015

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Sep. 29, 2015

Publication Date: Jul. 14, 2015



International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 20, 2013 Use in Commerce: Aug. 20, 2013

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: Yes Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: TiVo Brands LLC

Owner Address: 2160 Gold Street
Alviso, CALIFORNIA UNITED STATES 95002

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck, Esq. Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

ANNE H. PECK, ESQ.
COOLEY LLP
1299 PENNSYLVANIA AVE NW STE 700
WASHINGTON, DISTRICT OF COLUMBIA UNITED STATES 20004-2431

Phone: (650) 843-5000 Fax: (650) 849-7400

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Sep. 29, 2015 REGISTERED-PRINCIPAL REGISTER

Jul. 14, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jul. 14, 2015 PUBLISHED FOR OPPOSITION

Jun. 24, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Jun. 08, 2015 WITHDRAWN FROM PUB - ESU SUPERVISOR REQUEST 59554

Jun. 08, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 70629

Jun. 02, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 02, 2015 EXAMINER'S AMENDMENT ENTERED 70629

Jun. 02, 2015 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Jun. 02, 2015 EXAMINERS AMENDMENT E-MAILED 6328

Jun. 02, 2015 EXAMINERS AMENDMENT -WRITTEN 76134

May 27, 2015 NOTIFICATION OF INQUIRY AS TO SUSPENSION E-MAILED

May 27, 2015 INQUIRY TO SUSPENSION E-MAILED

May 27, 2015 SUSPENSION INQUIRY WRITTEN 76134

May 27, 2015 LIE CHECKED SUSP - TO ATTY FOR ACTION 70629



Nov. 25, 2014 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Nov. 25, 2014 LETTER OF SUSPENSION E-MAILED 6332

Nov. 25, 2014 SUSPENSION LETTER WRITTEN 76134

Nov. 20, 2014 TEAS/EMAIL CORRESPONDENCE ENTERED 70629

Nov. 20, 2014 CORRESPONDENCE RECEIVED IN LAW OFFICE 70629

Nov. 20, 2014 ASSIGNED TO LIE 70629

Nov. 18, 2014 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 12, 2014 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jun. 12, 2014 NON-FINAL ACTION E-MAILED 6325

Jun. 12, 2014 NON-FINAL ACTION WRITTEN 76134

Jun. 12, 2014 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Jun. 12, 2014 LETTER OF SUSPENSION E-MAILED 6332

Jun. 12, 2014 SUSPENSION LETTER WRITTEN 76134

Jun. 10, 2014 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 09, 2014 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 09, 2014 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 09, 2013 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Dec. 09, 2013 NON-FINAL ACTION E-MAILED 6325

Dec. 09, 2013 NON-FINAL ACTION WRITTEN 76134

Dec. 05, 2013 ASSIGNED TO EXAMINER 76134

Sep. 26, 2013 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Sep. 21, 2013 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Sep. 29, 2015

Proceedings

Summary

Number of
Proceedings:

1

Type of Proceeding: Opposition

Proceeding
Number:

91221632 Filing Date: Apr 22, 2015

Status: Pending Status Date: Apr 22, 2015

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Tivoli, LLC

Correspondent
Address:

NICHOLAS D MYERS
MYERS BERSTEIN LLP
4 EXECUTIVE CIR, STE 100
IRVINE CA UNITED STATES , 92614-6704

Correspondent e-
mail:

timothy@mybelaw.com , nicholas@mybelaw.com , ivan@mybelaw.com , david@mybelaw.com , admin@mybelaw.com , shannon@my

belaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TIVOTAPE Opposition Pending 86326210

Plaintiff(s)

Name: TiVo Brands LLC

Correspondent
Address:

THOMAS M HADID
COOLEY LLP
1299 PENNSYLVANIA AVE NW , STE 700
WASHINGTON DC UNITED STATES , 20004

 



Correspondent e-
mail:

thadid@cooley.com , jpo@cooley.com , peckah@cooley.com , trademarks@cooley.com , dkoons@cooley.com

Associated marks

Mark Application Status Serial Number
Registration
Number

TIVO Renewed 75493408 2423757

TIVO Renewed 76359394 2642755

TIVO Registered 77888613 3902808

TIVO Registered 77888610 3821425

TIVO Registered 77888609 3983234

TIVO Registered 86129693 4713517

TIVO Renewed 75841174 2566471

TIVO CENTRAL Renewed 75774400 2436483

TIVO ROAMIO Registered 86068208 4820459

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 22, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 22, 2015 Jun 01, 2015

3 PENDING, INSTITUTED Apr 22, 2015

4 ANSWER Apr 29, 2015

5 CHANGE OF CORRESP ADDRESS Nov 04, 2015

6 STIP FOR EXT Nov 25, 2015

7 EXTENSION OF TIME GRANTED Nov 25, 2015

8 STIP FOR EXT Dec 11, 2015

9 EXTENSION OF TIME GRANTED Dec 11, 2015

10 STIP FOR EXT Mar 17, 2016

11 EXTENSION OF TIME GRANTED Mar 17, 2016

12 STIP FOR EXT Apr 25, 2016

13 EXTENSION OF TIME GRANTED Apr 25, 2016







 

Mark Information

Mark Literal
Elements:

TIVO BOLT

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

2423757, 2642755, 3821425

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Computer hardware; computer software for allowing users to select, record, view, stream, manage and store interactive television
programming; remote control units for use with the foregoing

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 30, 2015 Use in Commerce: Sep. 30, 2015

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: TiVo Brands LLC

Owner Address: 2160 Gold Street

Generated on: This page was generated by TSDR on 2016-05-10 14:54:55 EDT

Mark: TIVO BOLT

US Serial Number: 86689862 Application Filing
Date:

Jul. 10, 2015

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Trademark

Status: Review prior to registration completed.

Status Date: May 07, 2016

Publication Date: Oct. 06, 2015 Notice of
Allowance Date:

Dec. 01, 2015



San Jose, CALIFORNIA 95002
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

ANNE H. PECK
Cooley Llp
1299 Pennsylvania Ave NW Ste 700
Washington, DISTRICT OF COLUMBIA 20004-2446
UNITED STATES

Phone: (650) 843-5000 Fax: (650) 849-7400

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

May 10, 2016 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

May 07, 2016 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

May 07, 2016 STATEMENT OF USE PROCESSING COMPLETE 69712

Apr. 04, 2016 USE AMENDMENT FILED 69712

May 06, 2016 CASE ASSIGNED TO INTENT TO USE PARALEGAL 69712

Apr. 04, 2016 TEAS STATEMENT OF USE RECEIVED

Dec. 01, 2015 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Oct. 06, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Oct. 06, 2015 PUBLISHED FOR OPPOSITION

Sep. 16, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Sep. 02, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 74221

Aug. 25, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 24, 2015 EXAMINER'S AMENDMENT ENTERED 74221

Aug. 24, 2015 ASSIGNED TO LIE 74221

Aug. 24, 2015 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Aug. 24, 2015 EXAMINERS AMENDMENT E-MAILED 6328

Aug. 24, 2015 EXAMINERS AMENDMENT -WRITTEN 63030

Aug. 24, 2015 ASSIGNED TO EXAMINER 63030

Jul. 15, 2015 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jul. 14, 2015 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: GOODSAID, IRA J Law Office
Assigned:

LAW OFFICE 101

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: May 07, 2016



 

Mark Information

Mark Literal
Elements:

TIVO BOLT

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

2423757, 2642755, 3821425

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Promoting the sale of goods and services of others through the distribution of on-line promotional material

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(b)

First Use: Sep. 30, 2015 Use in Commerce: Sep. 30, 2015

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: Yes Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2016-05-10 14:55:14 EDT

Mark: TIVO BOLT

US Serial Number: 86689989 Application Filing
Date:

Jul. 10, 2015

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Service Mark

Status: A non-final Office Action has been sent (issued) to the applicant after review of the Statement of Use. This is a letter from the
examining attorney requiring additional information and/or making an initial refusal. The applicant must respond. To view all documents
in this file, click on the Trademark Document Retrieval link at the top of this page.

Status Date: May 07, 2016

Publication Date: Sep. 29, 2015 Notice of
Allowance Date:

Nov. 24, 2015



Owner Name: TiVo Brands LLC

Owner Address: 2160 Gold Street
San Jose, CALIFORNIA 95002
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

ANNE H. PECK
Cooley Llp
1299 Pennsylvania Ave NW Ste 700
Washington, DISTRICT OF COLUMBIA 20004-2446
UNITED STATES

Phone: (650) 843-5000 Fax: (650) 849-7400

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

May 07, 2016 NOTIFICATION OF NON-FINAL ACTION E-MAILED

May 07, 2016 NON-FINAL ACTION E-MAILED

May 07, 2016 SU - NON-FINAL ACTION - WRITTEN 63030

May 07, 2016 STATEMENT OF USE PROCESSING COMPLETE 69712

Apr. 06, 2016 USE AMENDMENT FILED 69712

May 07, 2016 CASE ASSIGNED TO INTENT TO USE PARALEGAL 69712

Apr. 06, 2016 TEAS STATEMENT OF USE RECEIVED

Nov. 24, 2015 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Sep. 29, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Sep. 29, 2015 PUBLISHED FOR OPPOSITION

Sep. 09, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Aug. 24, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 24, 2015 ASSIGNED TO EXAMINER 63030

Jul. 15, 2015 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jul. 14, 2015 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: GOODSAID, IRA J Law Office
Assigned:

LAW OFFICE 101

File Location

Current Location: TMEG LAW OFFICE 101 - EXAMINING
ATTORNEY ASSIGNED

Date in Location: May 07, 2016



 

Mark Information

Mark Literal
Elements:

TIVO BOLT

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

2423757, 2642755, 3821425

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Subscription television broadcasting services; cable television transmission of personalized and interactive television programming

International
Class(es):

038 - Primary Class U.S Class(es): 100, 101, 104

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 30, 2015 Use in Commerce: Sep. 30, 2015

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: TiVo Brands LLC

Generated on: This page was generated by TSDR on 2016-05-10 14:55:26 EDT

Mark: TIVO BOLT

US Serial Number: 86689992 Application Filing
Date:

Jul. 10, 2015

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Service Mark

Status: Review prior to registration completed.

Status Date: May 07, 2016

Publication Date: Sep. 29, 2015 Notice of
Allowance Date:

Nov. 24, 2015



Owner Address: 2160 Gold Street
San Jose, CALIFORNIA 95002
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

ANNE H. PECK
Cooley Llp
1299 Pennsylvania Ave NW Ste 700
Washington, DISTRICT OF COLUMBIA 20004-2446
UNITED STATES

Phone: (650) 843-5000 Fax: (650) 849-7400

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

May 10, 2016 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

May 07, 2016 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

May 07, 2016 STATEMENT OF USE PROCESSING COMPLETE 69712

Apr. 04, 2016 USE AMENDMENT FILED 69712

May 06, 2016 CASE ASSIGNED TO INTENT TO USE PARALEGAL 69712

Apr. 04, 2016 TEAS STATEMENT OF USE RECEIVED

Nov. 24, 2015 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Sep. 29, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Sep. 29, 2015 PUBLISHED FOR OPPOSITION

Sep. 09, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Aug. 24, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 24, 2015 ASSIGNED TO EXAMINER 63030

Jul. 15, 2015 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jul. 14, 2015 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: GOODSAID, IRA J Law Office
Assigned:

LAW OFFICE 101

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: May 07, 2016



 

Mark Information

Mark Literal
Elements:

TIVO BOLT

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

2423757, 2642755, 3821425

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Interactive television programming; entertainment services, namely, providing online interactive electronic games; non-downloadable
electronic publications in the nature of guides to interactive television programming

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 30, 2015 Use in Commerce: Sep. 30, 2015

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: TiVo Brands LLC

Owner Address: 2160 Gold Street

Generated on: This page was generated by TSDR on 2016-05-10 14:55:36 EDT

Mark: TIVO BOLT

US Serial Number: 86689996 Application Filing
Date:

Jul. 10, 2015

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Service Mark

Status: Review prior to registration completed.

Status Date: May 07, 2016

Publication Date: Oct. 06, 2015 Notice of
Allowance Date:

Dec. 01, 2015



San Jose, CALIFORNIA 95002
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anne H. Peck Docket Number: 202640-20000

Attorney Primary
Email Address:

trademarks@cooley.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

ANNE H. PECK
Cooley Llp
1299 Pennsylvania Ave NW Ste 700
Washington, DISTRICT OF COLUMBIA 20004-2446
UNITED STATES

Phone: (650) 843-5000 Fax: (650) 849-7400

Correspondent e-
mail:

trademarks@cooley.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

May 10, 2016 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

May 07, 2016 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

May 07, 2016 STATEMENT OF USE PROCESSING COMPLETE 69712

Apr. 04, 2016 USE AMENDMENT FILED 69712

May 06, 2016 CASE ASSIGNED TO INTENT TO USE PARALEGAL 69712

Apr. 04, 2016 TEAS STATEMENT OF USE RECEIVED

Dec. 01, 2015 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Oct. 06, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Oct. 06, 2015 PUBLISHED FOR OPPOSITION

Sep. 16, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Sep. 02, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 74221

Aug. 25, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 24, 2015 EXAMINER'S AMENDMENT ENTERED 74221

Aug. 24, 2015 ASSIGNED TO LIE 74221

Aug. 24, 2015 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Aug. 24, 2015 EXAMINERS AMENDMENT E-MAILED 6328

Aug. 24, 2015 EXAMINERS AMENDMENT -WRITTEN 63030

Aug. 24, 2015 ASSIGNED TO EXAMINER 63030

Jul. 15, 2015 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jul. 14, 2015 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: GOODSAID, IRA J Law Office
Assigned:

LAW OFFICE 101

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: May 07, 2016


	NOO
	1. TiVo is a pioneer and leading retailer in the home entertainment market.  TiVo developed the first digital video recorder (“DVR”), and offers a range of home entertainment products and services associated with its DVRs, which include the recording ...
	2. TiVo DVRs consist of hardware and operating system software that support the TiVo user interface and enable the scheduling, recording, and viewing of television programs, in addition to the internet access services noted above.  TiVo has offered th...
	3. True and correct copies of an exemplar application and registrations for TiVo’s TIVO and TIVO-formative marks are attached hereto as Exhibit A, and are incorporated by reference as though fully set forth herein.
	4. The TIVO Marks are fanciful, inherently distinctive, and entitled to a broad scope of protection.
	5. TiVo’s products and services have been the subject of thousands of stories in television, radio, and print media, highlighting TiVo’s innovation and success in the entertainment and content delivery fields.  Some of the world’s most famous and infl...
	6. As a result of the nature and quality of TiVo’s products and services, its widespread use of the TIVO Marks, the extensive and continuous media coverage it has received, the high degree of consumer recognition of the TIVO Marks, the loyalty of its ...
	7. On March 3, 2016, Applicant filed an application to register the TIVOBAR mark (the “TIVOBAR Application”) based on use in commerce, for “[e]lectric lighting fixtures” in Class 11.
	8. The TIVOBAR Application published in the Official Gazette on May 3, 2016.
	First Ground for Opposition:
	9. TiVo incorporates by reference Paragraphs 1 through 8, inclusive, as if fully set forth herein.
	10. TiVo began using its TIVO Marks at least as early as 1999, and filed applications resulting in federal registrations well prior to Applicant’s application to register the TIVOBAR Mark, and, on information and belief, well prior to any actual use o...
	11. Applicant’s Mark incorporates the entire TIVO mark in the dominant prefix.
	12. The TIVOBAR mark, in so including the dominant TIVO prefix and the TIVO mark as a whole, is similar in sight and sound to the TIVO Marks.
	13. On information and belief, the goods identified in the TIVOBAR Application and the goods and services offered by TiVo under the TIVO Marks are offered through the same channels of trade, including the Internet.
	14. The goods identified in the TIVOBAR Application and the goods and services offered by TiVo under the TIVO Marks are related and overlap, for example, in LED (light emitting diodes) incorporated in TiVo’s hardware.
	15. Applicant’s TIVOBAR Mark suggests an affiliation or connection between Applicant and TiVo where none exists.
	16. TiVo is not affiliated or connected with Applicant or its goods, nor has TiVo endorsed or sponsored Applicant or its goods.
	17. TiVo has no control over the nature and quality of the goods or services that will be offered under the TIVOBAR Mark, and consequently the value of TiVo’s TIVO Marks would be jeopardized by the registration of the TIVOBAR Mark.  Because of the lik...
	18. Registration of the mark herein opposed will damage TiVo because Applicant’s TIVOBAR Mark is likely to cause confusion, or to cause mistake or to deceive.  Thus, the TIVOBAR Mark is unregistrable under 15 U.S.C. §§1052, 1053, 1063 and 1125 and sho...
	Second Ground for Opposition:
	19. TiVo incorporates by reference Paragraphs 1 through 18, inclusive, as if fully set forth herein.
	20. The TIVO mark is inherently distinctive.
	21. TiVo has used the TIVO mark since at least as early as 1999 for digital video recorders and related home entertainment services, and has expanded use of the TIVO Marks to additional goods and services since that time.
	22. TiVo is the owner of numerous U.S. registrations and applications for the TIVO Marks.
	23. TiVo and the TIVO Marks has been the subject of extensive and continuous media attention.
	24. TiVo has continuously used the TIVO Marks throughout the United States since at least as early as 1999.
	25. As a result of the considerable publicity afforded the TIVO Marks and the sizeable and loyal base of customers that TiVo has for its services, the TIVO Marks have strong consumer recognition.
	26. The TIVO Marks became famous well before Applicant filed to register the TIVOBAR Mark, and, on information and belief, well before any use of the TIVOBAR Mark in commerce.
	27. The TIVOBAR Mark and TIVO Marks are highly similar, and Applicant’s use of the TIVOBAR Mark is likely to cause association between the TIVOBAR Mark and the TIVO Marks that impairs the distinctiveness of the TIVO Marks and weakens the connection in...
	28. Applicant’s TIVOBAR Mark is likely to cause dilution by blurring, based on a number of relevant considerations, including:
	(a) Applicant’s Mark is similar to the TIVO Marks, particularly by its inclusion of the entire TIVO mark as its prefix;
	(b) The TIVO Marks are inherently distinctive in relation to home entertainment goods and services;
	(c) TiVo has made substantially exclusive use of the TIVO Marks;
	(d) The TIVO Marks are widely recognized by the general consuming public;
	(e) On information and belief, Applicant’s Mark was selected with the intention to create an association with the TIVO Marks.

	29. Accordingly, Applicant’s Mark is unregistrable under 15 U.S.C. §§ 1052, 1053, 1063, and 1125, and should be refused registration.
	Wherefore, TiVo prays that this Opposition be sustained, and that Application Serial No. 86/928,527 be refused.
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	Registration Certificate - 2001-01-23

	75774400
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	77616084
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	Registration Certificate - 2009-07-07
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	Registration Certificate - 2010-07-20
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	Registration Certificate - 2011-01-11
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	Registration Certificate - 2015-09-29
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